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poration.

Defendants-A ppellees.

APPELLEES' BRIEF

This is an appeal from a Final Decree dismissing i)lain-

tiff-appellant's Bill of Complaint.

This suit was tried before a Master in Chancery, David

B. Head, under an Order entered April 1, 1929, direct-

ing him to take and hear the evidence, make conclusions

111 this Brief plaintiff-api^ellant and defendant-appellee will be

referred to as "plaintiff" and "defendant", respectively. The tran-

script of the record will be designated by the letter "R", followed

by the pai^e number to which reference is made. The Brief on

behalf of Plaintiff-Appellant will be referred to as "Pl'ffs Brief",

followed by the page number to which reference is made.
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as to the facts in issue, and recommend the judgment to

be entered thereon; to which Order of reference, defend-

ants-appellees excepted. [Record 20.]

Pursuant to the reference, the Special Master heard the

testimony, argument by written briefs of counsel and

made his report, [Record 240-254] to the judges of the

District Court for the Southern District of California,

holding the Warne patent in suit valid but not infringed.

Under Equity Rule 66, exceptions were taken by plain-

tiff to the finding of non-infringement, and to the Special

Master's interpretation of the Warne Patent in suit,

[Record 254-257] and by defendants to the finding of

validity of the claims of the Warne patent in suit.

A hearing was had before the Honorable George Cos-

grave, District Judge. The exceptions taken were argued

in open court, briefs were filed by both parties, and after

a full consideration of the arguments and briefs filed the

lower court entered its Order [Record 258-259] over-

ruling the exceptions taken by both plaintiff and defend-

ants and confirming the report of the Special Master.

It is not contended by plaintiff—and cannot be—that

Warne was the inventor of the disc harrow. On the

contrary, this harrow was old and well known. In its

simplest form, such a disc harrow comprised a series

of discs, concavo in form, mounted upon a suitable sup-

port and frame so that the discs might rotate when drawn

through the ground.

It was also common, before Warne's alleged invention,

to provide a disc harrow composed of two gangs of discs.

Also it was common and well known to provide a four-

gang double-tandem disc harrow.
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It was also coninioii to ])rovi{lc various types of me-

chanism for controlling^ or causinj^- the movement of the

respective gang's of discs into and ont of angular posi-

tion with respect to one anc^ther.

It was .also common and well kncnvn to provide either

a flexible draft connection, sncli as chain connections,

or a rigid tongue or pole connection.

Obviously, before engine-driven tractors came into use,

the prime-mover or source of power for propelling the

disc harrow over and through the ground was animal

power. It was also obvious that it was more convenient,

when the disc harrow was horse or animal drawn, to i)ro-

vide a seat in connection with the harrow, ui)on which

the operator could ride; equally obvious that when animal

power was superseded by the machine-tractor, the operator

or driver could be most advantageously located upon the

tractor. Many obvious mechanical changes were incident

to the change of the position or location of the operator.

"Not every improvement in an article is patent-

able." {Burt V. Ei'ovy, 133 U. S. 349.)

It had long been recognized in the disc harrow art that

economy in harrowing operations could be effected by

employment of a plurality of disc harrows, enabling the

cultivation of a greater area of ground at a single opera-

tion.

Warne was not the first to utilize two disc harrows ar-

ranged side by side so as to cover twice the area of a

single disc harrow. Nor was he the first to provide for

moving these respective disc harrow units from non-

harrowing to harrowing or cultivating position, or vice-
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versa. Nor was he the first to provide automatic means

by which this angling of the respective disc harrow units

with respect to each other was effected by the draft pull.

Nor was Warne the originator of the idea of multiplying

the number of disc harrow units employed and arranging,

behind the first pair, a second pair in tandem relation

with respect to the first pair. Nor was he the first to

provide for the shifting of the respective units into an-

gular position with respect to each other upon the applica-

tion of the draft force.

We call to the attention of the Court at this point

that these facts cannot be denied, and that plaintiff is

estoi)ped from asserting otherwise. The proceedings had

in the United States Patent Office in the negotiations for

the Warne patent in suit include a ruling of the Commis-

sioner of Patents rejecting a claim made by Warne; the

acquiescence in such rejection, and the cancellation of

such claim, forming a complete estoppel. This ruling was

made upon a motion made in a certain Interference (No.

43841 ) by the present defendant, owner of a certain Wat-

ters application for patent which was in interference

with the application for the Warne patent in suit. The

primary examiner of the United States Patent Office had

erroneously adjudged that it was novel to provide a disc

harrow which was defined as follow^s :

—

"A cultivator comprising a front pair of implement

gangs, a rear pair of implement gangs, a draft de-

vice, and means operative by pulling of the draft de-

vice to shift the inner ends of the gangs of the front

pair and the inner ends of the gangs of the rear pair

relatively in opposite directions." [R. 234-.]



—7—

This erroneous allowance had been made in c.v parte

proceeding's by the Primary Ivxaminer in instituting' In-

terference 43841. The reversing ruling was made in an

inter-parties proceeding- in which inter alia the present

defendant, Killefer Manufacturing Company, was heard

as owner of the Watters application. The final ruling

of the ])atent office officials was as follows:

—

"The motion by Watters urges the i)atents to La
Dow, Nos. 388,567 and 415,113 as meeting- the issue

in terms and substance. As there is no material dif-

ference in the two disclosures the j)atent No. 415,113

will be considered. In this patent will be found il-

lustrated a cultivator comprising a front pair and a

rear pair of implement gangs, a draft device A con-

nected to the front pair of gangs by draft rods B
and draft links C and to the rear pair of gangs by

yokes O, O' adjustably secured to links C and draft

rods B. The yokes O are attached to the leading

gang by pins a and hooks t. The specification states

that by withdrawing pins a the draft of the team

throws the gangs out of their regular working posi-

tion into the position shown by the dotted lines, while

the adjustment of the angle of the gangs is readily

accomplished by setting the pins in the proper holes.

This statement is misleading, since the pins a do not

afford an adjustment by insertion in different holes,

and it seems clear that p'ms p and c which may be

placed in any one of the groups of holes in r(xls B
and links C are the pins to be removed. As the

gangs move out of the angular position, the inner

ends of the gangs are ob\-iously shifted in opposite

directions conforming to the requirement in the last

clause of the issue. The means operative by pulling

of the draft de\'ice is comprised in the yokes O O'

and the connections to the gangs which are caused to
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shift the inner ends of the gangs by the draft device

upon renio\'al of pins p and c, the position to which

the gangs are drawn being determined by insertion

of pins p and c in other holes. The patent to La
Dow, No. 415,113, is therefore a sufficient anticipa-

tion of the issue and the motion is granted."

[R. 235-6.]

This interference proceeding (No. 43,841) terminated

with this decision that this claim was anticipated, and

plaintiff's assignors acquiesced in this ruling and with-

drew this claim (claim 35) by cancelling it [R. 195].

This ruling by the patent office was unquestionably cor-

rect in fact,—but whether correct in fact or not is im-

material. Plaintiff cannot now be heard to impeach its

correctness nor its legal effect. It became a part of the

patent contract and grant.

Wilson & Willard Mfg. Co. v. Union Tool Co.,

249 Fed. 729, 735—C. C. A. 9;

Wright v. Yuengling, 155 U. S. 47;

Roenicr v. Peddie, 132 U. S. 313;

Greene v. Buckley, 135 Fed. 520.

Plaintiff's assignors therefore agreed with the patent

office that \yarne was not the original or first inventor

of a cultivator or disc harrow which comprised the fol-

lowing elements:

(1) a front p^air of implement gangs;

(2) a rear pair of implement gangs;

(3) a draft device;

(4) means operati\>-p by the pulling of the draft de-

vice to shift i*^he inner ends of the gangs of

the front pair jand the inner ends of the gangs
of the rear p.-iir relatively in opposite direc-

tions.
:



At the same time that i)laintiff's assignors withdrew

and cancelled said original claim 35, they also withdrew

and cancelled original claim 36 [
R. 193 J, which had also

been rejected. Said original claim 36 ccjmprised the fol-

lowing elements
|
R. 170] :

—

In a harrow,

(l)and(2) front and rear sections;

(3) disc gangs on both sections;

(4) a draft member movable relatively to

said sections;

(5) means for angling the gangs by rear-

ward movement of the draft mem-
ber.

It therefore follows tliat plaintiff is estopped from

contending that the Warne patent in suit embraces or

covers a multiple- or four-gang double tandem disc

harrow, as defined in either of said rejected and cancelled

claims 35 and 36, or that Warne was the first to pro-

vide, in connection with a front pair of gangs and

a rear pair of gangs and a draft device,

"means operative by the i)ulling of the draft de-

vice t(3 shift the inner ends of the gangs of the

front pair and the inner ends of the gangs of the

rear ])air relatively in opposite directions",

or in which the draft device or draft member is

"movable relatively to said sections,",

or in which means are provided

"for angling the gangs by rearward movement of

the draft member."

All this is adjudged not to have been the invention of

Warne,—to be old and well known,—and such rulings are
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acqiiiesced in by plaintiff's assignors by cancelling said

claims 35 and 36.

As we shall hereinafter point out, the mode of opera-

tion of Warne's specific combination was a combination

of two operations :

—

1st, backing up to determine the

amount of angular movement of the respective gangs of

a pair with respect to each other, by setting the me-

chanism for such amount of angular movement; and then,

2nd, a forward pull to cause the movement of such

respective gangs to such determined angled position.

This is not the mode of operation of defendant's harrow.

That the mode of operation of a machine is an in-

tegral part of the invention embodied in the machine, has

been recognized by the Supreme Court.

—

" 'We are entitled to look at the practical opera-

tion of the machine. * * * If the device of the

respondent shows a substantially different mode of

operation, even though the result of the operation of

the machine remains the , same, infringement is

avoided.' (Cimiotti Unhairina Co. v. American Fur.

Ref. Co., 198 U. S. 399, 413, 49 L. Ed. 1100, 1107.)"

{Hopkins on Patents, p. 78.)

See also:

Walker on Patents (6th Ed.), Section 402, p. 491 ; and
Section 408, p. 495.

This difference in mode of operation of the device of

the Warne i)atent in suit and of defendants' harrow be-

comes of importance, in view of the denial of a claim

(claim 36) covering defendants' mode of operation.

Plaintiff is estopped, by acquiescing in the rejection of

this claim, from contending that its patent covers a ma-

chine in which there is provided "means for angling the
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gangs by rearward movement of the draft member".

'Hiis principle of mode of operation, in view of this es-

toppel, becomes of vital importance in considering the

issues of this case.

We have at the inception of tliis brief called the

Court's attention to this ''surrender of scope and of

definition of his claimed combination"
( Wilson & Willard

Mfg. Co. V. Union Tool Co., supra) for the i)urpose of

emphasizing, in the briefest manner possible, the fact

that Warne did not invent a wholly new device; he did

not produce a pioneer or primary invention. The rule

of law applicable to this case is that of Chicago & N. IV.

R. Co. r. Sayles, 97 U. S. 554, 24 L. ed. 1053, 1054:—

"In such cases, if one inventor precedes all the

rest, and strikes out something which includes and

underlies all that they produce, he acquires a mon-

oply, and subjects them to tribute. But if the ad-

vance towards the thing desired is gradual, and pro-

ceeds step by step, so that no one can claim the

complete whole, then each is entitled only to the

specific form of device which he produces, and

every other inventor is entitled to his own specific

form, so long as it dififers from those of his com-

petitors, and does not include theirs. These gen-

eral principles are so obvious, that they need no ar-

gument or illustration to support them. We think

they are specially applicable to the case before us."

The principle is further illustrated by the opinion of

Circuit Judge Sanborn, speaking for the Court of Ap-

peals of the Eighth Circuit, in Bramnicr :•. Sclirocdcr,

106 Fed. 918, at 920:—

"The general rule of the patent law is that one

who invents and secures a patent for a machine or
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combination which first performs a useful function

is thereby protected against all machines and com-

binations which perform the same function by

equivalent mechanical devices; but one who merely

makes and secures a patent for a slight improve-

ment on an old device or combination, which per-

forms the same function before as after the im-

provement, is protected against those only who use

the very device or improvement he describes and

claims, or mere colorable evasions of it. Adams
Electric Ry. Co. v. Lindell Ry. Co., 17 Fed. 432,

440, 23 C. C. A. 223, 231, 40 U. S. App. 482, 498;

Stirrat v. Manufacturing Co., 61 Fed. 980, 981, 10

C. C A. 216, 217, 27 U. S. App. 13, 42; McCor-

mick V. Talcott, 20 How. 402, 405, 15 L. Ed. 930;

Railway Co. v. Sayles, 97 U. S. 554, 556, 24 L. Ed.

1053."

This rule has been approved and applied by this court

in Raid v. Tzvohy Bros. Co., 230 Fed. 444, where Judge

Ross, at p. 447, says ;

—

"Being a mere improvement on the prior art, Mc-
Connell .is only entitled to the precise devices de-

scribed and claimed in his patent, and if the devices

embodied in the Chandler patent can be differentiated,

it is clear that the charge of infringement cannot be

maintained. Such is the w^ell-established law. Ko-

komo Fence Machine Co. v. Kitselman, 189 U. S.

8, 23 Sup. Ct. 521, 47 L. Ed. 689; Boyd v. Janes-

ville Hay Toll Co., 158 U. S. 260, 15 Sup. Ct. 837,

39 L. Ed. 973; Railway Co. v. Sayles, 97 U. S. 554,

24 L. Ed. 1053; McCormick v. Talcott, 20 How.
402, 15 L. Ed. 930."

Here the facts are that Warne took this old, well

knowm four-gang tandem disc harrow construction and
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niadc, by means of s])cciric devices, a certain combina-

tion; while defendant, Killefer Manufacturing Company,

also took these same well known devices and, by a dif-

ferent arrangement of mechanical instrumentalities, pro-

duced its four-gang double tandem disc harrow. Unless

defendant uses the "means", i. e., the mechanical elements

and these elements are combined by defendant in the

same manner and interrelation, as Warne utilized them,

there can be no ai)])r()priation of Warne's production.

At the threshold of consideration of this case, there-

fore, it is both proi)er and necessary to give due con-

sideration to the fact that neither Warne nor defendants

can be adjudged as more than mere improvers upon the

pre-existing four-gang double tandem disc harrow, and

that defendants' harrow, in order to infringe, must be

found to contain "the specific form of device" which

Warne produced (Chicago & N. JV. R. Co. v. Saylcs,

supra).

As said by this Court in Grand Rapids Slwzc Case

Co. 2'. Wcbcv Show Case & Fixture Co., 38 Fed. (2d)

730:—

"* * * *it is not the result, efifect, or purpose

to be accomplished which constitutes an invention,

but the mechanical means or instrumentalities by

which the object sought is to be attained. Patents

cover the means employed to efifect results.' Kohler

V. Cline Electric Mfg. Co. (D. C), 28 F. (2d) 405,

406. 'The thing patented is the particular means

devised by the inventor by which that result is at-

tained, leaving it open to any other inventor to

accomplish the same result by other means.' Elec-

tric R. Signal Co. v. Hall Ry. Signal Co., 114 U. S.

87, 5 S. Ct. 1069, 1075, 29 L. Ed. 96."
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The Warne patent in suit discloses the combination of

five compound machines. Each disc harrow or gang-

is a compound machine in and of itself. There was no

novelty in combining four of such disc harrows in double

tandem arrangement. There was no novelty in so com-

bining these with means, (i. e., mechanical devices),

operative by pulling of the draft device to shift the inner

ends of the gangs of the front pair and the inner ends

of the gangs of the rear pair relatively in opposite direc-

tions. The estoppel arising from rejection and cancel-

lation of original claim 35 does not permit questioning

this. If any invention exists at all in the Warne dis-

closure, it exists in the particular means provided by

Warne, and in the inherent mode of operation of such

means. Before comparing these with defendants' four-

gang double tandem harrow, it is well to consider that

it is only by such analysis and comparison that it may

be determined whether the Warne disclosed construction

and defendants' construction are the same, or are inde-

pendent devices or independent inventions. This cannot

be determined merely by determining that, as a whole,

the two machines will perform the same work.

Two machines, although producing the same ultimate

result, are not necessarily one and the same machine, nor

is one necessarily an infringement in the patent law

sense of the word. There are numerous tests of such

identity. As said in Robinson on Patents, Vol. 1, section

291, page 403:

"A compound machine consists of two or more
simple macliines united under a co-operative law. Its

identity is conditioned upon the employment of the

same elemental machines in the same co-operative



—15—

union, with the same function and the same ultimate

effect. Hence, the withdrawal of any one of these

constituent machines, or the substitution for it of

another which is n(jt its true equivalent, fjr an altera-

tion in it which changes its essential character as

an operative means, or the addition of a new sub-

ordinate machine,—destroys the former combination

and creates another and a different machine. So

also when, although the elements remain the same in

substance, their rearrangement or some formal varia-

tion in themselves disturbs their previous relations

to each other, and thus introduces a new co-opera-

tive law ; or where, if this can be mechanically pos-

sible, with unchanged elements and the same co-

operative law the combination as a whole assumes

a different character and performs different func-

tions or the same functions in a different manner, the

conditions of identity are defeated and the combina-

tion is itself destroyed."

After discussing the question of identity of combina-

tions and the essential attributes of combinations, in sec-

tion 281, page 388 of Vol. I, Robinson in section 282

states that the identity of combinations requires identity

of elements, of co-operative law, and of essential at-

tributes and says:

"This method of investigation discloses those es-

sential characteristics of the two combinations, by a

comparison of which their identity or diversity is

to be determined. Assuming that their functions are

the same, since without this no identity is possible,

the mode in which each combination performs these

functions, or its intrinsic attributes when taken as

a whole, first demand attention. If the forces, ob-

jects, or modes of application which constitute the
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essential factors of the two combinations are evi-

dently different, the combinations must be distinct

inventions; if evidently the same, the constituent

elements of each combination and their co-opera-

tive laws must be examined. When every element

in one is represented by an equivalent element in

the other, so that a complete interchange of elements

would work no alteration in the functions of the

combination or in its co-operative law, the elements

of both combinations are identical; but otherwise the

elements are diverse and the combinations are in-

dependent inventions. When all the elements are

the same, identity depends upon identity of co-opera-

tive law. The co-operative laws of two combina-

tions can scarcely differ when, all their elements be-

ing identical, the union of these elements has re-

sulted in combinations performing the same func-

tions in the same manner; still this test is not in-

fallible, and only an analysis of that law itself, as

manifested in each combination, and an examina-

tion of the force, the object, and the mode of ap-

plication which it represents, can finally exhaust

the field of inquiry by reaching a result as certain

as physical science can attain."

In the leading case of Morley Sezving Machine Co. v.

Lancaster, 129 U. S. 263, 32 L. Ed. 715, the Supreme

Court adjudged the Morley invention of "primary" or

"pioneer" character,—holding Morley produced the first

button sewing machine. We point out the primary char-

acter of such Morley invention solely to place before this

Court conclusively that this rule of equivalency as ap-

plied to "combination" inventions of "compound" ma-

chines in which the separate elements of the "combina-

tion" (one or more of them) also are "compound" ma-
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chines, applies whether the inventirjn be "\)\(mccr'' and

"primary," or "secondary" or a mere hmited im]>rove-

ment. We ])r()])ose to show that the Supreme Court

tested the application of the doctrine fjf "equivalency" in

such a "pioneer" .or "])rimary" invention of a "cfjm-

])ound" machine composed of "comi)ound" machine ele-

ments by the rule of Robinson on Patents, section 291

(supra), and under such rule also applied the tests of

Robinson, section 282, to the respective "compound" ma-

chine elements; that the Sui)reme Court in determining

"equivalency" arrived at its conclusions by a comparison

of the respective "compound" machine elements of the

"combination" and found infringement because each of

the respective elements ("compound" machines) of the

Morley invention had its "equivalent" corresponding

counterpart in a "compound" machine element in the in-

fringing device, having substantially the same mode of

operation and thereby retaining the Morley "idea of

means" and forming in substance the Morley combina-

tion as distinguished from an independent or different

"combination" producing the same ultimate result.

The Supreme Court found that the Morley invention

comprised essentially three "compound" machine elements,

i. e.

:

"The Morley machine contains and is made up of

three main groups of instrumentalities: (1) Me-
chanism for holding the buttons in mass, and deliv-

ering them separately, in proper position, over the

fabric, so that they may be attached to it by the

sewing and stitching mechanism; (2) the stitching

mechanism; (3) the mechanism for feeding the

fabric along, so as to space the stitches and conse-

quently the buttons when sewed on."
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The court analyzes each of these three "compound"

machine elements and also then similarly analyzes the

Lancaster infringing machine. It found in the latter

three "compound" machine elements. It compares each

of these in detail with the respective "compound" ma-

chine elements of Morley and finds correspondence, and

says :

—

"Applying these views to the case in hand, Mor-

ley having been the first inventor of an automatic

button-sewing machine, by uniting in one organiza-

tion mechanism for feeding buttons from a mass,

and delivering them one by one to sewing me-

chanism and to the fabric to which they are to be

secured, and sewing mechanism for passing a thread

through the eye of the button, and securing it to

the fabric, and feeding mechanism for moving the

fabric the required distances to space the buttons,

another machine is an infringement, in which such

three sets of mechanism are combined, provided each

mechanism, individually considered, is a proper

equivalent for the corresponding mechanism in the

Morley patent; and it makes no difference that in

the infringing machine, the button-feeding mechan-

ism is more simple, and the sewing mechanism and

the mechanism for feeding the fabric are different

in mechanical construction, so long as they perform

each the same function as the corresponding me-

chanism in the Morley machine, in substantially the

same way, and are combined to produce the same

result."

The court then takes up a discussion of further con-

tentions of defendant, saying:

"The view taken on the part of the defendant, in

regard to the question of infringement, is that, in-
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asmuch as the Lancaster machine uses different de-

vices in its mechanisms which correspond to those

referred to in the first, second, eij^hth and thirteenth

claims of the patent, those claims are to be limited to

the special devices described in the patent, which

make up such combinations, although both machines

contain the same main group of instrumentalities

which, when combined, make uj) the machine.

"But, in a i)ioneer ])atent, such as that of Mor-

ley, with the four claims in question such as they

are, the special devices set forth by Morley are

not necessary constituents of the claims. The main

operative features of both machines are the same."

The court further says :

—

"Those claims are not for a result or effect, ir-

respective of the means by which the effect is ac-

complished. It is open to a subsequent inventor to

accomplish the same result, if he can, by substan-

tially different means. The effect of the rule be-

fore laid down is merely to require that, in deter-

mining whether the means emi)loyed in the Lan-

caster machine are substantially the same means as

those employed in the Morley machine, the Morley

patent is to receive a liberal construction, in view

of the fact that he was a pioneer in the construc-

tion of an automatic button-sewing machine, and

that his patent, especially in view of the character

and terms of the four claims in question, is not to

be limited to the particular devices or instrumentali-

ties described by him, used in the three main elements

of his machine, which, combined together, make it

up. This is the principle applied by this court in

Consolidated Valve Co. z'. Crosby Valve Co., 113 U.

S. 157 (28:939).
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"In all three of the main mechanisms used in the

Lancaster machine, the means employed in it are

substantially equivalents of those employed in the

Morley machine."

In further comparing- the "compound" machine com-

prising the first element, (1) mechanism for holding the

buttons in mass, and delivering them separately in proper

position, over the fabric, so that they may be attached

to it by the sewing and stitching mechanism, the court

compares these in detail and then summarizes:

"These instrumentalities are the equivalents of

each other, the differences being merely formal, ac-

tive instrumentalities being employed in one case to

turn the buttons and in the other that end being"

accomplished by the twisting of the conveyer-way.

To employ a curved path to change the plane oc-

cupied by a body passing along that path was well

known in mechanics, and is a device shown in the

Morley patent for turning the buttons from a nearly

vertical position to a horizontal position, by a cor-

responding variation in the inclination of the con-

veyer-way. The only difference in the particular

devices in the two machines in this respect results

from the fact that in the Morley machine the but-

tons pass from the hopper with their shanks down-

ward, while in the Lancaster machine they pass with

their shanks upward. From this it results that,

while the means employed in the two machines are

substantially the same to effect the same result, ac-

tive agents can be used in the one case, while pas-

sive agents are used in the other, to effect the same

turning of the button. Indeed, in the modified form

of construction suggested in the Morley specifica-

tion, there is a spring gate for holding the buttons
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up, while in tlie Lancaster macliinc there is a similar

si)ring, the only difference being that in the Morley

machine the spring-gate is opcmid by a special device,

while in the Lancaster machine the button itself

opens the spring when tlie buttcm-holding contrivance

moves out of the way. In that modification of the

Morley arrangement, as the sjjecification states, the

button wheel and the ])kinger are dispensed. with, and

it is not necessary to turn the button 180° on a ver-

tical axis. So in this respect the only difference

between the two machines is that in the Morley ma-

chine the spring gate is opened by an active device,

while in the Lancaster machine the conveyer-way is

moved sidewise by an active device, leaving the but-

ton behind, which opens the spring-gate because the

needle has entered the eye of the button."

The court then further compares the "sewing ma-

chanism" of the Morley and Lancaster machine. It says

:

"The invention of Morley in that respect did not

consist in the peculiarity of the stitch, but in the

combination of the needle and the mechanism for

operating it \\ith a button having a shank and an

eye, the eye being held in a horizontal plane in the

path of the needle, so that the thread carried by the

needle could secure the button to the fabric. It is

immaterial, in so securing the button, whether or

not a loop is passed over the head of the button.

The defendant's device and arrangement may be an

improvemnt and the subject of a patent; but never-

theless the use of it involves the plaintiff's inven-

tion."

After thus comparing (individually considered) each of

these three "compound" machine elements of the Morley

invention with the three "compound" machine elements
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of the Lancaster infringing- machine, and pointing out

the correspondence of such respective three elements to

each other in mode of operation, function and co-opera-

tive relation in the combination, the court said:

—

"In this sense the mechanical devices used by the

defendant are known substitutes of equivalents for

those employed in the Morley machine to effect the

same result; and this is the proper meaning of the

term 'known equivalent,' in reference to a pioneer

machine such as that of Morley. Otherwise, a dif-

ference in the particular devices used to accomplish

a particular result in such a machine would always

enable a defendant to escape the charge of infringe-

ment, provided such devices were new with the de-

fendant in such a machine, because, as no machine

for accomplishing the result existed before that of

the plaintiff, the particular device alleged to avoid in-

fringement could not have existed or been known in

such a machine prior to the plaintiff's invention."

In Diamond Match Co. v. Sun Match Corporation (16

Fed. (2d) 1), the Court of Appeals, Second Circuit, had

before it a patent for a combination made up of ele-

ments which were "compound machines." The court de-

cided the case (holding non-infringement) upon the rule

that the test of equivalency with such a combination is

to separately and individually compare each element

("compound machine element") of the patented machine

with the alleged corresponding "compound machine ele-

ment" of the asserted infringing machine. The court

says (p. 3) :

—

"Yet every equivalent, whether asserted in respect

of a small or great invention, must respond to the

rule enunciated in Morley v. Lancaster, 129 U. S.
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263, 9 S. Ct. 299, 32 L. ICd. 715, viz., that where

a combination of a phirah'ty fjf mechanisms consti-

tutes the invention, each mechanism is to be indi-

vidually considered to determine equivalency, though

the result of the plural (jperations working conjunc-

tively is identical in the patented and accused de-

vices."

In the case of Hcyl & Patterson v. M. A. Hanna Coal

& Dock Co., 279 Fed. 862, the Court of Appeals of the

Seventh Circuit affirmed the District Court's decision in

257 Fed. 97 holding non-infringement. The patent there-

in concerned was a compound machine used on coal docks

to load and unload boats and cars. Non-infringement

was held because compound machines in the patented

structure had no equivalents in the compound machines

of the defendant's device. We call particular attention

to the comparison on page 100 of 257 Fed. The Dis-

trict Court said:

—

"While the patent is of a primary character, en-

titled to liberal treatment, it is not infringed if de-

fendant's machine 'lack that identity of means and

identity of operation which must be combined with

identity of result to constitute infringement.' Ko-

komo Fence Co. v. Kitselman, 189 U. S. 8, 23 Sup.

Ct. 521, 47 L. Ed. 689. The substitution of me-

chanical means for electrical by using a solenoid, in-

stead of a motor or dynamo to hold up the weight

or to regulate its fall, is simply an equivalent or

identical means and operation. But there is a sub-

stantial difference in the means and operation for

applying the clamps. Plaintiif's in\ention should be

given its full scope, but without allowing protection

to different machines producing the same result."
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The Court of Appeals said (279 Fed., p. 864) :

—

"We are of the view that a clamping- device operat-

ing substantially in this manner is one of the essen-

tial and indispensable elements of the patented com-

bination. This element we find wanting in appellee's

device, in that the clamping action of the jaws is

not effected by the weight there employed."

After analyzing the patented machine into its elements

and likewise analyzing the defendant's machine (as shown

at p. 100 of 257 Fed.), the District Court says:

—

"It is obvious that we have here two distinct modes

of operation. Are they sufficiently different to nega-

tive infringement? Plaintift''s discovery is meritor-

ious, and is not materially limited by the prior art,

because a combination having weight-applied, power-

released clamps had never before been used. The

field is also an important one, it having been found

extremely difficult to find any device which will hold

large bridges against the enormous power of the

wind. The patent should receive a liberal construc-

tion; also a liberal range of equivalents. But even

a pioneer patent is subject to this rule of equivalents.

Paper Bag Case, 210 U. S. 405, 415, 28 Sup. Ct.

748, 52 L. Ed. 1122. And since infring"ement of a

combination claim depends on the defendant using or

vending an article having all the patent elements, it

follows that the failure to employ a single element

or its equivalent avoids infringement. Fames v.

Godfrey, 1 Wall. 78, 17 L. Fd. 547; Flectric Signal

Co. V. Hall Signal Co., 114 U. S. 87, 5 Sup. Ct.

1069, 22 L. Fd. 96; Dryfoos v. Wiese, 124 U. S.

32, 8 Sup. Ct. 354, 31 L. Fd. 362; Gordon v. Warder,

150 U. S. 47, 14 Sup. Ct. ?>2, 2>7 L. Fd. 992; West-

inghouse v. Boyden Power Brake Co., 170 U. S.
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S?>7, IX Sii]). Ct. 707, 42 L. ICd. 1136; Leeds & Cat-

lin V. Victor Talkin^^ Machine Co., 213 U. S. 325,

29 Su]). Ct. 503, 53 L. l^d. 816; Standard Coniimtinp:

Scale Co. v. Computinii;- Scale Co., 126 }^\'d. 639, 61

C. C. A. 541; BiirrouKhs Add. M. Co. v. Felt &
Tarrant Ui^. Co., 243 Fed. 861, 156 C. C. A. ?>7^:'

Tliis decision shows another application of this rule that

where a compound machine is composed of compound

elements, not alone must the general function of the ma-

chine be considered, but that the mechanical means and

their modes of operations of the respective machines

must be analyzed and compared. This decision shows

that this rule applies equally to a primary or "pioneer"

invention as to an invention of secondary importance.

This decision applies the established law that invention

consists not in the mode of operation, not in the func-

tion, but in "the particular means devised by the in-

ventor by which the result is attained."

Elec. Signal Co. v. Hall Signal Co., 114 U. S.

87, (supra).

In American Steel & Wire Co. v. Denning Wire &
Fence Co., 194 Fed. 117, 118, the Court of Appeals,

Eighth Circuit, had before it the Bates wire fence ma-

chine. The court says :

—

"In the first suit defendant charged that the claims

of the Bates patent were so general as to cover the

functions of his machine instead of the machine it-

self and its mechanical equivalents. The claims

standing alone give color to that defense. They run

:

" Tn a wire fence machine the combination of (1)

mechanism for intermittently feeding- a plurality of

longitudinal strand wires. (2) Mechanism for in-
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termittently feeding a plurality of stay wires sim-

ultaneously and transversely of the strand wires.

(3) Mechanism for cutting off suitable lengths of

the stay wires to span the space between the strand

wires. And (4) mechanism for simultaneously coil-

ing the adjacent ends of the stay wires around the

strand wires.'

"This language is broad enough to cover every

possible mechanism which would construct the kind

of fence produced by the Bates machine. We upheld

the patent by applying the familiar rule which re-

quires claims to be read in connection with specifi-

cations. The patent was thus confined to the inven-

tion, and limited to the machine described in the

specifications and its mechanical equivalents. All the

elements are old not only in the general field of indus-

try, but in the form adapted for use in fence mak-

ing. Bates' combination is his invention.

"The patent is for a combination of four groups

of mechanisms, each of which performs a separate

part in the production of a wire fence. First, there

are two mechanisms which simultaneously feed out

a plurality of strand wires, and transversely to these

a plurality of stay wires. When this function is

performed, these mechanisms stop. Then a cutting

mechanism which has been stationary, starts up,

severs the several sections of the stay wires, and

stops. Next the coiling mechanism which has been

stationary starts up, engages the ends of the stay

sections, and intercoils them with each other, and

about the strand wires. Then the coilers stop. This

completes a section of the fence. Thereupon the struc-

ture is moved forward, and at the same time the

feeding mechanisms start up, and repeat their func-

tion. The distinctive feature of the Bates machine,

both in its structure and its principle of operation,
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will thus be seen to he a succession of complete

stops and starts. This intermittency is expressly

claimed in most of the claims of the patent, and

must be read into the others from the specifications,

in order to sustain such claims. It is in this ma-

chine that the Piates invention lies, and not in the

product. In determining the question of infringe-

ment, attention must be directed to the structure of

this machine and its principle of operation.

"The distinctive feature of defendant's machines

3, 4 and 6 is continuousness of action in every part.

The moment the feeding of the wires begins, the

entire machine starts, and continues in action so

long as the process of manufacture is carried on.

The several mechanisms that do the feeding, the cut-

ting, and the coiling all synchronize together so as

to continually produce the complex result of a com-

pleted fence fabric. These machines are funda-

mentally different from the Bates machine, both in

their structure and in their principle of operation,

and they also possess in the quality of continuous-

ness of action a distinct mechanical advantage over

the wear and jar and wasted energy arising from

the rapid succession of starts and stops of the Bates

machine. For these reasons we think they do not

infringe."

To arrive at this ultimate conclusion of non-infringe-

ment the court found it necessary to consider the indi-

vidual "compound machine" elements of the Bates

machine. This necessity for testing the individual "com-

pound machine" elements as elements is emphasized by

the Court's decision that merely because one machine

operated continuously was not conclusive, as a matter of

law, that it did not infringe the Bates machine which

operated intermittently. The court says:

—
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"Counsel urges that it cannot be declared as a mat-

ter of law that a machine which operates continuously

cannot be the equivalent of one that operates inter-

mittently, and we are not disjDOsed to question that

statement. Much would depend upon the structure

of the particular machine. If it was simple, the

change from intermittent to continuous action might

be produced by the mere substitution of a well-known

mechanical equivalent or a slight mechanical adjust-

ment. But the likelihood of the result being thus pro-

duced decreases as the complexity of the machine

increases; and when mechanisms attain the complex-

ity of those involved in the present suit, the differ-

ence in the mode of operation is very strong evidence,

indeed, that there is such a difference in the machines

as will avoid the charge of infringement. The two

capital criteria by which to determine the question

of infringement are structure and mode of operation.

Where both of these are substantially the same in two

machines, their identity for purposes of the patent

law is established; but, when either is absent, the

requisite identity to constitute infringement is as a

rule wanting. It can hardly be questioned that con-

tinuous action constitutes a radical difference from

intermittent action in the mode of operation, and also

implies a corresponding difference in structure. In

the machines here involved this implication is fully

sustained by an inspection of the machines them-

selves. Dryfoos v. Wiese (C. C), 19 Fed. 315,

affirmed 124 U. S. 32, 8 Sup. Ct. 354, 31 L. Ed. 362,

tends strongly to show that a machine which is con-

tinuous in its operation does not infringe one which
is intermittent."

After some further discussion the court says:

—

"Infringement would be avoided if to substitute

continuous for intermittent action required a machine
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new in strnctnrc and niorlc of operation. All would

depend on tlic iniportanrc of this chanj^e."

We invite the court's attention to the discussion of the

differences in mode of operation and in mechanical con-

struction of the resjiective "compound machine" elements

of the l>ates macliine and tlie alleged infrinjinn^^ machine.

The court comi)ares (]). 121) the first coni])ound machine,

i.e., "meclianism for intermittently feeding- a i)lurality

of lon.Liitudinal strand wires" of the I'ates machine with

that of defendant's machine and i^oints out that such com-

l)ound element of defendant's machine is not an equivalent

of the Bates i)atented machine because of its different

mechanical construction and different co-operative law or

mode of operation as a "compound machine."

We thus see that the Court of Ajjpeals, Eii^dith Circuit,

in this case applied the same rule of testing equivalency

in a C()mi)ound machine made up of com]:)ound machine

elements, as did the Sui)reme Court in Morlcy Machine

Co. z'. Lancaster (supra) and "individually considered"

each mechanism to determine whether it was in law an

equivalent for the corresponding' mechanism or "compound

machine" of the Bates patent. The decision of the court

in this case was not merely because Bates' machine de-

pended upon intermittent motion and defendant utilized

a continuous motion, but because the organization of the

respective or compound machine elements was not indi-

vidually comparable to such compound machine element

of the Bates patent and that thereby the "idea of means"

was not the same.

In the suit on the Selden patent, in which an attempt

was made to dominate the auttnnobile art. the Circuit
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Court of Appeals, Second Circuit, in Columbia Motor Car

Co. V. C. A. Dncrr & Co., 184 Fed. 893, applied this same

rule. The compound machine element which in that case

was given particular comparison with the compound

machine element of the modern automobile was the g'as

engine of the Brayton constant pressure or slow combus-

tion compression type. The modern automobile utilizes

the Otto or constant volume type. The Court of Appeals,

after considering the differences in mode of operation and

principle of these elements, etc., said (p. 915) :

—

"It is our opinion, for these reasons, that in this

road locomotive combination embracing as its engine

element an engine of the constant pressure type, the

substitution in place of such engine of an engine of the

constant volume type destroys the unity of the combi-

nation, because the two engines do not perform the

same functions in substantially the same way. Grant-

ing the patent as broad a range of equivalents as its

interpretation will permit, and giving due considera-

tion to the degree of invention involved, still we are

not able to hold that the Otto improved engine is the

equivalent of the Selden engine or that the defend-

ants infringe by employing it as an element of their

motor vehicle combination."

In C. F. Mueller Co. v. Clermont Mack. Co., 20 Fed.

(2d) 413, the court again applies this same analysis in

determining the question of non-infringement. The court

compares the compound machine elements of the i)atent

and of the defendant's machine. It finds these respective

elements not equivalents. It finds that they are not inter-

changeable. It says:

—

"The folding- of the noodles must be accomplished,

either by all of defendant's mechanisms, including the
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cnttinj^, workiniL;- conjointly, or all of Mueller's mech-

anisms, including the ciittinj^^, working conjointly, and

the doctrine of e(|iiivalents does not apply. Morley

S. Machine Co. v. Lancaster, 129 U. S. 263, 9 S. Ct.

299, 32 L. Ed. 715."

In Stehlcr v. Portcrvillc Citrus Ass'n, 248 Fed. 927, this

Court had before it a compound machine. This mechanism

was for separatin.^' oranp^es or citrus fruit according to

their sizes and distributing and conveying them to separate

bins properly placed to permit the packing of the fruit.

On_e of the compound machines of such mechanism was a

machine for separating the fruit according to sizes. Com-

bined with this comi)ound machine was the compound con-

veying and distributing apparatus. This Court held non-

infringement, first comparing the separator or grader

machine and then comparing the conveying and distribut-

ing' mechanism. After discussing the differences between

these res])ective compound machines of the Thomas Strain

patent with defendant's machine, this Court says (p.

930) :—

"While the same result is accomplished in the

defendant's machine as in the complainant's, there

appears to be such a variation of means as to avoid

infringement in the features complained of. Cimiotti

Unhairing Co. v. American Fur. Ref. Co., 198 U. S.

399, 25 Sup. Ct. 697, 49 L. Ed. 1100."

A comi)arison of the compound machines comprising the

Warne patent in suit, with those of the Killefer disc

harrow, in the manner and in accordance with this rule

of law establishes that the Killefer harrow does not

embody the mechanical means nor the mode of operation

utilized by Warne; that defendant's (Killefer) harrow
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utilizes "other means" within the rule of Grand Rapids

Sliozv Case & Fixture Co. (supra) and C. & N. W. R.

Co. v. Sayles (supra).

The device of the Warne patent in suit and defendant's

(Killefer) harrow each includes f(jur complete disc har-

rows, arranged in double-tandem and so coordinated with

a draft device and mechanical means operative by the

pullinj^" of the draft device to shift the inner ends of the

gangs of the front pair and the inner ends of the gangs

of the rear pair relatively in opposite directions. But

inasmuch as such general arrangement and the mechanical

means thereof were old long prior to Warne (as estab-

lished by the patent office, acquiesced in by Warne's can-

cellation of original claim 35), we must compare the

specific means or mechanical elements respectively utilized

because only in these specific means can patentable novelty

reside.

Preliminarily, however, it must be observed that with

Warne's mechanical elements each disc harrow or gang

is positively controlled and actuated independent of the

mechanical means and control or actuation of either of

the other three gangs or disc harrows; while the Killefer

compound machine is not so organized, nor is it capable

of such operation. In Warne the connecting means for

any one of the four harrows can be removed without inter-

rupting or changing the law of mechanical connection or

operation of any one or all of the three remaining har-

rows. This because each gang or harrow is independently

connected to and independently controlled by the "com-

pound machine" jirovided for draft and actuation pur-

poses. In Warne, each of the gangs or disc harrows is
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independently connected by means of independent fixed

(5, (S and 16) and movable (29, 30) connections to the

draft frame 1, 2 and the lost motion head IH. This is not

the principle or law of (jrj^anizati(;n of the Killefer, in

which the rear harrows are dependent upon the front

harrows and individual or independent fixed or movable

connections for the rear harrows to the draft frame are

not provided or utilized. Tn the Killefer the respective

rear harrows have only connection with respective front

harrows. This is by means of draft bars 45, and by

means of yokes or frames 42 and fixed draft connections

43 to the frame 41 carried on and a fixed part of the

frames of the respective front harrows or ,c:angs. The

front harrows by their movements from and to angled

position compel the rear harrows to follow their said

movements. Warne's four harrows are independent of

one another and their movements from and to angled

position comi)elled directly by the indei)endent mechanism

of each gang directly operated by the compound machine

provided for draft and actuation purposes. We thus see

that the inherent law or principle of coordination and

cooperative relation of the gangs or disc harrows is dis-

tinct and divergent. Killefer has not used Warne's

principle.

Bearing in mind we are considering a combination of

compound machines, we thus find that the very first con-

sideration of the relation of these four compound machines

to each other is distinctive and that the Killefer does not

"include" the Warne idea or principle of their combina-

tion and therefore cannot infringe (Raihvax v. Savlcs,

supra.) The principle of coordination and mode of oper-
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ation is diverg-ent. (Cimiotti UnJiairiug Co. v. American

Fur. Ref. Co., supra.)

Not only is this basic principle of, and the mechanical

elements for, combining the respective four harrows or

gangs with respect to each other distinct and divergent,

but the compound machine provided for draft and angling

actuation is distinct and divergent.

When we come to a comparison of Warne's draft and

angling mechanism with the draft and angling mechanism

of the Killefer harrow, it must be borne in mind that the

rear harrows or gangs of the Killefer harrow are in no

manner dependent, for their action or movement into or

out of angled position, upon the means or mechanical ele-

ments which are provided for moving the front harrows

into or out of angled position. On the contrary, in the

Killefer harrow the rear harrows are dependent solely

upon the position of the front harrows, and it is the move-

ment of the front harrows which causes the movement

of the rear harrows. Therefore, when we are considering

the compound machine provided by Warne for draft and

angling actuation, we must eliminate the rear harrows of

the Killefer mechanism for causing such rear harrows to

move into and out of angled position, as this action is

caused wholly by the mounting of the Killefer rear har-

rows on the Killefer front harrows, and there is no direct

connection between the mechanism provided for causing"

the draft and angling actuation in the sense that this

refers to the Warne structure.

Therefore, in order to simplify this comparison, we
shall first compare and contrast the mechanical elements

of the Warne machine, as illustrated in the patent in suit,
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with the Killefer harrow alleged to infringe, making such

comparison in accordance with the jjrinciple of law thus

pronounced and applied by the Supreme Court in Morley

Machine Co. v. Lancaster, supra, and the decisions ai^jjly-

ing that principle, and thereafter compare the modes of

operation of the respective elements and devices.

—

Comparison of Mechanical Elements

(Warne with Killefer)

Warne
1—A relatively fixed

frame (1-2) mounted

in front of the two
forward gangs.

2—A rear frame 13

mounted on top of the

two rearward gangs.

3—The front frame 1-2

and rear frame 13 are

not directly connected.

There are no relatively

fixed draft bars con-

necting the two frames.

The two frames are

movable relative to each

other and are not main-

tained in fixed rela-

tion.

4—Relatively fixed draft

bars (5-8) pivotally

connect the front
frame to a point adja-

cent the outer end of

each of the front disc

gangs.

Killp:fer

1—A relatively fixed front

frame 41 mounted to

the rear of the two for-

ward gangs.

2—A relatively fixed rear

frame 42 mounted in

front of the two rear-

ward gangs.

3—The front frame 41

and the rear frame 42
are pivotally connected

by relatively fixed draft

bars 43, to at all times

maintain these frames
in fixed relation.

-The front frame 41 is

pivotally connected di-

rectly to adjacent the

inner end of each of

the front disc gangs.
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Warne
5—Relatively fixed draft

bars 16 pivotally con-

nect the front frame to

a point adjacent the in-

ner end of each of the

rear disc gangs.

6—The stub or draft pole

3 is fixedly mounted

upon the front frame
1-2.

7—A longitudinally mov-
able draft bar 19 con-

nected to the draft

yoke 20.

8—The longitudinally

movable draft bar 19

is provided with an

elongated slot 19-a

(note Fig's 5, 6 and

9).

9—The draft block or lost

motion head 18 slida-

bly mounted upon the

stub pole 3.

10—A lost motion or inter-

lock arrangement
formed between the

movable draft bar 19

and head 18 by means
of pin 18-a carried by
head 18 operating in

slot 19-a of draft bar

19.

KiLLEFER

5—Relatively fixed draft

bars 43 pivotally con-

nect the front frame
41 to the rear frame
42.

6—The draft bar 17 is

pivotally connected by

means of members 13-

14-16-18-19 to the in-

ner corner of each

front disc gang and is

not fixedly carried by
the front frame 41.

7—There is no longitudin-

ally movable draft bar

equivalent to the bar

19, connected to the

draft yoke or slide

frame 20.

8

—

No longitudinally mov-
able draft bar 19 and
no elongated slot 19-a.

9

—

No draft block or head
equivalent to 18 of

Warne is found in the

Killefer 'structure.

10—No lost motion or in-

terlock;

No movable draft bar

19;

No lost motion head

18;

No pin 18-a;

No slot 19-a.
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Warne

11

—

L()ng"itii(linally mov-

able draft bars 29 con-

nect the lost motion

head 18 to the inner

end of each of the

front Ranp^s of discs.

12—Lo n 1^ i t n d i n a 1 1 y mov-
able draft bars 30 con-

nect the lost motion

head 18 to the rear

frame 13.

13—Draft clevis 20 is pro-

vided with a rack 20-a.

1^1—A i)inion 24 meshes

with rack 20-a.

15—A shaft 21 supported

in bearinj2:s 23 and 26

at one e n d carries

pinion 24.

16—Hand-wheel 22 mount-
ed upon upper end of

shaft 21.

17—Bracket arms 25 for

supporting- bearing
head 26.

18—Ratchet wheel 22-a car-

ried by hand-wheel 22.

19—Bearing" head 26 is

provided with a sliding

pawl 27.

KiLLEFER

11

—

Lcjngitudinally mov-

able draft bars 21 con-

nect the slide from 20
to the outer end of

each of the front
gangs of discs.

12

—

No longitudinally mov-
able draft bars connect-

ing the sliding frame
20 with the rear frame
43. There is no direct

connection between
these elements.

13—Draft bar 17 is pro-

vided with a ratchet-

bar 26.

lA—No pinion or equiva-

lent.

15- -No shaft;

No bearing;

No pinion.

16—No hand-wheel;

No shaft.

17—No brackets;

No bearing head.

18—No ratchet wheel;

No hand-wheel.

19—No bearing head;

No pawl m o u n t e d

therein

;

Pawl 29 is mounted
upon slide frame 20.
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Warne KiLLEFER

20—Bearing head 26 is pro- 20—No bearing head

;

vided with a release

handle 28.

21—Release handle 28 is

positioned within reach

of tractor operator.

22—Hand-wheel 22 is posi-

tioned within reach of

the tractor operator.

No release handle

mounted therein;

Actuating lever 31 is

mounted upon slide

frame 20.

21—The actuating lever is

positioned out of reach

of the tractor operator.

22—No hand-wheel.

23—Each disc gang is in-

dependently connected

to the front frame 1,2»

and the lost motion

head 18.

23—The front gangs are

connected to the front

frame and the slide

frame 20, while the

inner ends of the rear

gangs are connected by

a rear frame 42 which

in turn is directly con-

nected to the front

frame 41 by bars 43,

while the outer ends of

the rear disc gangs are

connected directly to

the inner end of their

respective front gangs

by bars 45.
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Comparison of Mechanical Elements

(Killefer with Warne)

KiLF.EFER

1—The rear frame 43 is

pivotally mounted to

each rear disc iJi^'dn^ ad-

jacent tlie inner end

thereof.

2—The rear frame 43 is

mounted in front of the

rear disc Slangs.

3—The rear frame 43 is

connected directly to the

front frame 41 by fixed

draft members 42.

-Movable draft bars 45

connect the outer end of

each rear disc gang with

the inner end of its re-

spective forward disc

gang.

-Movable draft bars 21

connect the outer end of

each of the front disc

gangs to the sHde frame
20.

'

-The fixed draft bars 13-

14 connect the inner end
of each forward disc

gang to the draft bar

17.

Warne
1—The rear frame 13 is

pivotally mounted adja-

cent the outer end of

each rear disc gang.

2—The rear frame 13 is

mounted on top of the

rear disc gangs.

3—The rear frame is not

directly connected to the

front frame, but is con-

nected by the longitud-

inally movable draft
members to the lost mo-

tion head 18.

A—No direct connection be-

tween any of the rear

disc gangs and their re-

spective forward disc

gangs.

5—Not so. The outer end

of each front disc gang

is connected to the front

frame 1-2 by fixed draft

bars 5-8.

6—Not so. The movable

draft bars 29 connect

the inner end of each

forward disc gang to

the lost motion head 18.
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Comparison of Modes of Operation

(Warne with Killefer)

Warne

-Implement backed to

set decree of ang-le.

2—After implement has

been backed to set

angle, a forward move-

ment pulls disc gangs

into the pre-set angle.

3—By operation of hand-

wheel 22 degree of

angle may be set.

4—After degree of angle

has been pre-set by

hand-wheel, a forward

movement will pull the

disc gangs into the pre-

set angle.

5—Due to lost motion con-

nection between head

18 and draft bar 19,

angle may be pre-set

with hand-wheel with-

out moving gangs.

6—Due to lost motion con-

nection between head

18 and draft bar 19,

angle may be pre-set

by rearwardly moving
draft clevis 20 without

moving gangs.

Killefer

-Not so. Killefer merely

releases the actuating

lever 31 and drives for-

ward.

-No such operation re-

quired or possible in

Killefer.

3—Killefer has no hand-

wheel. No means are

provided for pre-set-

ting angle.

4—Obviously, therefore,

this mode of operation

is not present in Kille-

fer.

5—No lost motion mech-

anism provided in Kil-

lefer. Therefore this

mode of operation is

impossible.

6—No pre-setting possible,

and no lost motion pos-

sible. This mode of

operation impossible.
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Warne

7—Due to lost motion con-

nection between head

18 and draft bar 19,

when implement is

backed ^ani^^s are free

to return to their paral-

lel relation.

8—After the anj^^le has

been i)re-set and the

implement is moved
forward, the so-called

front frame and rela-

tively fixed draft bars

5-8 and 16 move for-

ward to pull the Ranges

into an,^ie while the

lost motion head and

so-called movable draft

bars 29 and 30 remain

stationary.

9—With the disc Rangs in

angular relation, and

it is desired to return

the R'an^-s to parallel

relation, the ratchet 27

is released whereupon

the draft clevis 20 and

draft bar 19 are moved
forward, thereby pull-

in.2;" forward the lost

motion head 18 and the

movable draft bars 29

and 30; to pull the

.^ang^s into ])arallel re-

lation during this oper-

ation the fixed draft

bars 5, 8, 16 remain

stationary.

KiLLEFER

7—This mode of operation

impossible.

8—No such operation in

Killefer.

-No such mode of oper-

ation. Killefer merely

backs up to straighten.
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Warne

10—During" the operation

of shiftini^- the Rang

by a forward draft

into angular relation,

the front frame and

so-called fixed draft

bars move, while the

so-called movable draft

bars remain stationary,

and during the opera-

tion of shifting the

gangs into parallel re-

lation the so-called

movable draft bars

move while the fixed

members remain sta-

tionary.

In other words, dur-

ing the angling the

fixed draft bars be-

come the movable draft

bars, but when return-

ing the gangs to paral-

lel relation the movable

draft bars are moved
while the fixed draft

bars remain stationary.

11—When the disc gangs
are returned to parallel

by a backing operation,

the so-called fixed draft

bars become the mov-
able members, while

the so-called movable
draft bars remain sta-

tionary.

KiLLEFER

10—Not so. In the Killefer

the movable draft

members are moved

whenever the gangs are

being shifted into or

out of angular posi-

tion; likewise the fixed

draft members remain

stationary during the

shifting of the disc

gangs into or out of

angular position. There

is no reversing of

function, whereby the

fixed members become

movable and movable

become fixed, as in

Warne.

11—No reversing of func-

tion. Killefer's draft

bars remain at all

times fixed or movable.
The principle is dis-.

tinct.
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Warne

12—With the disc ^''^nf^s in

ant^ular relation, by
backin^^ the imi)lement,

due to the lost motion

connection the disc
.q^angs may return to

parallel relation with-

out disturbing the pre-

set angular adjustment.

13—During the operation

of shifting the disc

gangs to or from an-

gular relation, the rear

frame 13 is moved or

shifted relative to the

front frame 1, 2.

14—Tlie operation of shift-

ing the gangs of discs

is independent for each

harrow unit or disc

gang, and the opera-

tion of no gang- of

discs or harrows is de-

pendent upon the op-

eration of another gang
of discs or harrows.

15—In adapting the selec-

tive lost motion type

of hitch to the then

common double disc

harrow to obtain inde-

pendent operation of

each of the harrows or

gangs of discs, it was
necessary for Warne to

reorganize the then

common double disc

harrow.

KiLLEFER

12—There is no pre-set and
no lost motion mechan-
ism in Killefer. Angu-
lar set is determined by
operator, each time, by
lever 31.

13—Not so. The rear frame
42 is at all times

maintained in fixed re-

lation with the front

frame 41 by means of

bars 43.

14^—Not so. The front

frames, on angling or

on being moved to non-

angled position, con-

trol and determine the

angle or position of

the rear gangs of

discs.

15—In adapting the rigid

form of hitch of the

Clark patent to the

Killefer harrow, it was
unnecessary to reor-

ganize the then com-
mon double disc har-

row.
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Comparison of Modes o£ Operation
(Killefer with Warne)

KiLLEFER
1—To move the harrows

or gangs into angular

relation, the implement

is pulled forward, the

lever 31 is actuated to

release the control me-
chanism, and when the

gangs have moved into

the desired angular re-

lation, the lever 31 is

released to again lock

the control mechanism.

A single movement in

only one direction is re-

quired.

2—There is no connection

between the front har-

rows and the rear har-

rows. The movement
of the front harrows
has no effect upon the

movement of the rear

harrows when moving
into or out of angular

relation. The principle

is entire independence

of the several harrows

or gangs and the pro-

vision of individual ac-

tuating mechanism con-

trolled by a common
mechanism.

Warne
move the

gangs into

1—To move the harrows
or

relation the implement
must tirst be backed or

the hand-wheel actuated

to pre-set the control

mechanism and then the

implement may be pulled

forward, whereupon the

control mechanism per-

mits each gang to be

independently pulled into

angular relaticm repre-

sented by the pre-set-

ting of the control me-
chanism.

A compound move-
ment, first backward
and then forward, is

required.

2—The movement of the

front harrows or disc

gangs in shifting into

or out of angular rela-

tion is made use of

through members 45 and
41, 42, and 43 to shift

the rear gangs into or

out of angular relation.

The rear harrows or

gangs are dependent

upon the front gangs.

There is no individual

actuating means pro-

vided for each front

and for each rear har-

row or gang and no

common actuating- me-
chanism for such indi-

vidual actuating means.
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We respectfully siihniit that, regardless of the fact as

to whether tlie same result is accf>mi)Hshed in the Kil-

lefer four-gang double tandem harrr)\v as by the device

of the Warne patent, there exists such a variation of

means as to avoid infringement, under the rule api)lied

by this Court in Stcblcr v. Porterz'illc Citrus Ass'n,

supra, and by the Sujireme Court in Cimiotti Unhairing

Co. V. Amcricau luir Rcf. Co., 198 U. S. 399. These

radical differences, both in mechanical structure or means,

in their combinative interrelation, and in their diverg-

ence in mode of oi)erati(>n, clearly demonstrate that the

special master and district court were correct in holding

that Warne and defendants proceeded along different

lines to produce different combinations, to produce the

desired result. Inasmuch, therefore, as it is the means,

and not the function, result or effect which is j)atented,

there is and can be no infringement.

THE ART INVOLVED

The Warne patent in suit is directed to a four gang

double tandem disc harrow made up of four gangs of

discs, two front gangs and two rear gangs. To this struc-

ture of the double tandem disc harrow is added at the

front of the front gangs a draft appliance which is inde-

pendently connected by overreaching draft members col-

ored in red and brown in Figure 1 tif the Warne patent.

Exhibit 9 |R. ^26\. These draft members 16,16: 30,30:

29,29 \ ^,'S>, and 5,5 independently connect the draft frame

1,2, and draft head 18, with each of the four gangs of

discs of the harrow.

The patent in suit is a patent in an extremely crowded

art which antedates 1880, the date of issue of the Bramer
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and Crowley Patent No. 227,724 [R. 274-284]. The

double tandem harrow was old and common in the art prior

to 1909 and had assumed this name, "double disc harrow"

as early as November 25, 1913.

"The type of harrow in controversy is what is

known as a double disc harrow."
(Bucher & Gibbs Plozv Co. v. International

Harvester Co., 211 Fed. 473 at 474.

The advent of the commercial tractor of small size

driven by an internal combustion engine required but

slight modification of structures then existing in order

that the then common double disc harrow might be adapted

for use with such a tractor. (Prffs Br., p. 8.)

The advent and adaptation of the smaller tractor of the

internal combustion type in the commercial fields occurred

just prior to the alleged invention of Frederick C. Warne.

Immediately all manufacturers of agricultural implements

sought to modify their structures to meet changed condi-

tions. Obviously a rigid draft was necessary to replace

the common chain draft used with horse-drawn imple-

ments. [Def. Exhibit I, R. 624.]

The file wrapper of the Warne patent, Plaintiff's Ex-

hibit 10, [R. 112-219] discloses that practically every

manufacturer of agricultural implements made the same

change. In making this change the engineering staff's of

the manufacturers of agricultural implements adapted to

the double disc harrow the common, well-known tongue

draft of the ancient two-section harrows without change.

[Def. Exhibits F-1, R. 350; F-2, R. 356; F-5, R. 368,

etc.] It was not necessary to alter the connections between

the front and rear pairs of gangs of discs to accomplish

this mere substitution.



-47—

The file wrapper, Plaintiff's Exhibit 10, supra, shows

that this chanj^^e was made by:

F. J. Johnson of Los Angeles, California

;

S. W. Cady, Eng^ineer for International Harvester Com-

pany;

A. L. Pollard, Engineer for Massey-Harris Harvester

Company

;

Ben N. Watters, for Killefer Manufacturing Company;

H. S, Smith, for J. I. Case Threshing Machine Com-

pany ;

C. E. Warr, for Brenneis Manufacturing Company;

R. H. Griffith of Ohio Cultivator Company.

A mere engineering change easily within the skill of

any of these engineers working in the manufacture of

agricultural implements was all that was required to adapt

the double disc harrow to the different motive power, the

small or engine driven tractor.

The almost simultaneous independent adoption by each

of the engineers of these manufacturing companies of the

old form of draft hitcli where the draft force of the draft

animals was utilized to move the gangs of discs from or

into their angled position as recognized by the patentee

Clark, Defendant's Exhibit F-5 [R. 368] to the then old

double tandem harrow, conclusively demonstrates that the

change that was made was well within the skill of an

ordinary mechanic in the art and presented no abstruse

problem to be solved at the time of the alleged invention

of Frederick C. Warne.

In Concrete Appliances Co. et al. r. Gofiiery ct aJ., 269

U. S. 177, page 185, 70 L. Ed. 222, 226, the court said:
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"The adaptation independently made by engineers

and builders of these familiar appliances to the move-
ment and distribution of wet concrete in building

operations and the independent patent applications,

within a comparatively short space of time, for de-

vices for that purpose, are in themselves persuasive

evidence that this use in combination of well known
mechanical elements was the product only of ordi-

nary mechanical or engineering" skill and not of inven-

tive genius. Atlantic Works v. Brady, 107 U. S.

192, 27 L. Ed. 438, 2 Sup. Ct. Rep. 225."

Lack of "invention" is proved by simultaneous develop-

ment by a number of independent workers in the same

art. Such simultaneous development is cogent proof of

obviousness and the use of only the ordinary skill of the

mechanic skilled in the art.

"On evidence which we can hardly regard as con-

flicting, we find that the designers of both parties to

this litigation promptly and easily produced the same
solution of the problem, if it can be called one. This

suggests application of the principle announced by
Townsend, J. in Thomson-Houston, etc. Co. v. Lo-
rain, etc. Co., 117 Fed. 253, 54 C. C. A. 285, viz:

" 'Where a number of workers in a single field,

when confronted by an obstacle to the development

of a device, naturally, and practically contemporane-

ously, independently substitute one well-known ma-
terial for another, * * * the presumption is raised

that such workers rightly regarded the substitution

as a mere improvement, * * * such as would be

adopted or selected by the skilled workman.'

"The subject matter of that litigation was different

from and far more difficult than that now before us,

but the rule is similar. It is not one of law, but of

evidential values, and is that, when a matter of no
complexity is promptly and easily solved in an obvious

way by independent workers, invention can rarely be
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found ill the solution; and we can fnifl none in this

patent." {Baker et al. i'. I fucjlies-Evans, et aL,

270 Fed. 97, at 99—C. C. A. 2.)

See also:

M^all Pump & Compressor Co. v. Gardner Gov-

ernor Co., 28 Fed. (2d) 334—C. C. A. 7.

The mere substitution that was made by Warne was to

take a power draft hitch from any one of the patents,

Defendants' Exhibits F-1 [R. 350], F-2 [R. 356], F-5

[R. 36(S] ; the Clark patent, which states, when speaking

of a horse-drawn harrow

:

"It is not broadly new* to thus cause the team to

make said angular adjustments;"

I
R. 380]. Clark Patent, ]). 1, lines 84 to 86.

or the power hitch of any of the patents to, Hardy, Sharp,

Stoddard, Waterman, or Thomson, Defendants' Exhibits

F-7, F-8, F-9, F-12, F-13, F-14, F-15, F-16, F-17, F-18,

F-21, and apply any one of these power hitches to the

then common double tandem disc harrow so that instead

of the horses or team, as referred to in the Clark patent,

Defendants' Exhibit F-5, [R. 368], being utilized for the

angling of the gangs of the harrow, the power derived

from the small engine draft tractor was utilized for the

purpose of causing this automatic angling. Warne's

alleged invention was not in the substitution of the tractor

for the horses of Clark. No more did Warne make an

invention in selecting and using one of the automatic

hitches of these ancient patents in the then old double disc

harrow. The double disc harrow operates in no different

way after the substitution. The hitch operates in no dif-

ferent way when applied to a four gang or double disc
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harrow from what it did when applied to the harrow of the

Clark patent.

The mere substitution in the same art of elements known

in that art, where the elements when in their new position

neither individually nor collectively act or operate in any

way different from their operation in their original posi-

tions, is not invention. This Honorable Court, in Ray v.

Bunting Iron Works, 4 Fed. (2d) 214, cited with approval

Huebner-Toledo Brezv. Co. v. Mathews Grav. Carrier Co.,

253 Fed. 435, 446, which held:—

*Tt must, of course, be conceded that patentable

novelty may exist in a combination of old elements;

but here the combination claims in suit are lacking- in

the usual and essential tests of invention. No new
function of elements or new method of operation is

evolved, and the result achieved is exactly the same
as the old one. The settled rule under such facts is

that to adapt an old and familiar device to another
structure equally old and well known is not to exer-

cise the inventive faculty; it is to apply the skill of

the mechanic. Aron v. Manhattan Railway Co., 132
U. S. 84, 88, 10 Sup. Ct. 24, ZZ L. Ed. 272; Peters v.

Active Mfg-. Co., 129 U. S. 530, 537, 9 Sup. Ct. 389,

?i2 L. Ed. 738; Crescent Brewing Co. v. Gottfried,

128 U. S. 158, 169, 9 Sup. Ct. 83, 32 L. Ed. 390;
Penn. Railroad v. Locomotive Truck Co., 110 U. S.

490, 494, 4 Sup. Ct. 220, 28 L. Ed. 222 ; Weir Frog
Co. V. Porter, 206 Fed. 670, 676, 124 C. C. A. 470
(C. C. A. 6) ; Frederick R. Stearns & Co. v. Russell,

85 Fed. 218, 226, 29 C. C. A. 121 (C. C. A. 6>;
Indiana Novelty Mfg. Co. v. Crocker Chair Co., 103
Fed. 496, 502, 43 C. C. A. 287 (C. C. A. 7).

'Tt may further be conceded that appellee's carriers

are better than the Alvey carriers or any others of
the prior art; this, too, is unavailing. It is met by
the old rule that a mere carrying forward of the

original idea, a change in form, an improvement in

degree, without substantial change in either means
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or result, is not invention. Railroad Supply Co. v.

Elyria Iron Co., 244 U. S. 285, 292, 11 Sup. Ct. 502,

61 L. Ed. 1136; Wagner v. Meccano Limited. 246
Fed. 603, 608, 158 C. C. A. "^71 (C. C. A. 6), and
citations. Superiority is not enough. Grinnell Wash-
ing Machine Co. v. Johnson Co., 247 U. S. ^26, 38
Sup. Ct. 547, 62 E. lul 1196. it can scarcely he

doubted that the defects if any in the Alvey struc-

tures niight have been remedied by the skilled me-
chanic. Keene v. New Idea Spreader Co., 231 Fed.

701, 710, 145 C. C A. 589 (C. C A. 6). This derives

emphasis from the changes made in appellee's carrier,

as we have pointed them out in the exhibit produced

in court."

The art of harrow construction was, at the time of

Warne's asserted invention, such that:

( 1 ) Automatic hitches employing the draft force

to angle or move the gangs of a harrow out

of angle, were old and well recognized ; and

(2) Double disc harrows, where the trailing pc'ir

of gangs of discs folknved after the forward
gangs of discs in moving from the parallel or

non-working to the angled or working posi-

tion, were old and well recognized.

In the position taken by plaintiff, the Warne patent is

therefore predicated on the assumption that it recjuired

invention of a high order to adapt the then common four-

gang, double-disc harrow to tractor operation by the sub-

stitution of the common, well-known automatic hitch, the

operation of which was well recognized in 1891 ( Def 's

Ex. F-5), to the double-disc harrow. Or, stated in

another equally obvious way, invention is asserted in

merely adding the rear pair of gangs of the double disc

harrow, in tandem position to the Clark harrow of 1888,

or any of the other automatic hitch harrows of the prior

art. The art teaches tandem operation [Waterman patent
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—Def's Ex. F-21—R. 554 J. Simply add the two rear

gangs of discs of the Waterman harrow to the gangs of

discs of the Clark patent (Def's Ex. F-5) in the manner

taught by Waterman, and the Killefer harrow is pro-

duced. No change in operation has been effected; no new

combination made; the parts all operate in the same way

to produce the same result. The substitution, considered

in either way, was obvious and was such as might be

reasonably expected by the ordinary mechanic. The

record shows that to the engineers of each company en-

gaged in harrow manufacture this substitution was imme-

diately obvious; no clearer case of the mere exercise of

mechanical skill could be found.

Plate X (p. 44 hereof) graphically illustrates the sub-

stitution of either the rigid hitch of Clark, Bramer, etc.,

of the prior art, for the chain hitch old prior to Warne's

alleged invention, or the rear pair of gangs of discs of

the Waterman patent to the gangs of discs, (which already

have connected thereto the rigid automatic draft hitch)

of the Clark patent harrow. It makes no difference, in

the operation of the hitch, how many pairs of gangs of

discs are connected to the rear of the front pair of gangs

of discs,—whether there are one, two, three or more pairs

of gangs of discs is immaterial to, and does not and

cannot affect the operation of the rigid hitch.

"If you disconnected the two rear gangs by taking

off the bars 45 and 43 the forward gang would func-

tion identically to its function with the four gangs
and the draft means composed of the elements 21, 21,

17, 20, 23 and 26 would function in the same manner
as with the rear gangs in place. The operation of

the draft means in no way varies or alters the func-

tioning of the rear gang connecting means to the

forward gang."
'

[R. 39-40.]
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The selection thus made by Warne from the prior art

of the most desirable ])arts of the different machines (the

old rij4"id automatic hitch and the four-^ani; harrcnv ) and

the mere addin.^- together of these well recognized struc-

tures, without change, is n(jt invention, but mere me-

chanical change.

"The selection and putting together of the most de-

sirable parts (jf different machines in the same or

kindred art, making a new machine, but in which
each ])art operates in the same way as it operated

before and effects the same result, cannot be inven-

tion; such combinations are in the nature of things

the evolutions of the mechanic's ai)titude rather than

the creations of the inventor's faculty."

{Hncbncr-Tolcdo Breweries Co. v. Mathews
Gravity Carrier Co., 253 Fed. 435, at

447,—quoted with ai)])roval by this Court
in Ray i'. Binitiiig Iron Works, supra.

)

In applying the rule:

"(Syl. 1.) To prevent a combination from being

patentable, it is not necessary that all its elements sliall

be found in the same relation and combination in one
prior patent or device; for the mere bringing to-

gether of old devices or elements, especially if they

belong to the same or kindred arts, without producin*^

anything new in function, result, or mode of opera-

tion, is not patentable.",

the Court of Appeals of the Seventh Circuit, in hiterior

Lumber Co. i'. Perkins, 80 Fed. 528, at 531, says:

—

'Tn matters of fact the entire testimony of the

witnesses shows them to be in substantial accord.

Their differences of opinion are explained by Mr.
Powers' mistaken understanding of the rule by which
the patentability of combinations of old devices should

be determined. That the mere bringing together, in

a new combination, of old devices or elements, espe-

cially if they belong to the same art or to arts kindred
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to that of which the combination belongs, does not

constitute invention is well settled. 'It is not enough
that a thing shall be new, in the sense that in the

shape or form in which it is produced it shall not

have been before known and that it shall be useful,

but it must, under the constitution and the statute

amount to an invention or discovery.' Thompson v.

P>oisseIier, 114 U. S. 1, 11, 5 Sup. Ct. 1042; Hill v.

Wooster, 132 U. S. 693, 10 Sup. Ct. 228; Burt v.

Evory, 133 U. S. 349, 10 Sup. Ct. 394; Pickering v.

McCullough, 104 U. S. 310; Florsheim v. Schilling,

137 U. S. 64, 11 Sup. Ct. 20; Adams v. Stamping Co.,

141 U. S. 539, 12 Sup. Ct. 66; Deere & Co. v. J. T.

Case Plow Works, 9 U. S. App. 567, 6 C. C. A. 157,

56 Fed. 841. The differences between the dogs de-

scribed in the patent of Perkins and those of the

earlier patents are differences of form and arrange-

ment which produce nothing new in function, result,

or mode of operation. It is certainly not a matter of

invention that a bent arm is operated by a centrally

located cam instead of an outside ring, there being nc^

essential difference in the result; or that one dog,

rather than the other, is made movable; or that an
arm is not radial, extending centrally down in a ma-
chine to operate upon an interior cam; or that levers

extend over and are actuated outside of instead of

inside the periphery of the carriage; or that a spring

is shown without means of adjustment for greater or

less tension, such means being well known; or that

a radial arm extends outward a considerable distance

beyond the periphery of the carriage, and has its

outer dog not pivoted to, but integral with it; or that

a radial arm does not extend over and beyond the

inner dog; or that a dog is adapted to be released

beyond the periphery of the carriage instead of by an
interior cam; or that a rectangular frame is em-
ployed instead of an arm; or that a cam instead of

a spring is used to push a dog into place. It is testi-

fied, and perhaps would be evident without proof,

that of these various forms of construction and ar-

rangement of parts, while one may be better than
another, the differences are not such as to affect the

question of invention."
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It is ik-ar frcjin tlic fore^oinj^ .'luthoritics that, in view

of the state of the art as indisputably proven in this case,

neither Warne nor the plaintiff can assert that W'arne

made any broad invention, if any invention at all can be

found in the teaching's of the patent in suit, it must reside

in the specific form and construction. The proof clearly

establishes that, prior to Warne's alleged invention and

more than two years ])rior to his application for the i^atent

in suit, this art was a crowded art.

As said by the Court of Ap])eals, Seventh Circuit, in

Kelly V. Clozv, 89 Fed. 297, at 303 :—

"It is manifest that the patentee was simply a

gleaner in a tick! already well harvested, and there-

fore the claim that a broad construction should be

given to the patent is inadmissible. In view of the

numerous prior American and English patents relat-

ing to water-closets disclosed in the record, it clearly

becomes our duty to give the patent a construction no
broader than its terms plainly require. The patent is

for a combination every element of which is old, and
all that is claimed for it is that it obviates some
objectionable features fcnind in other similar con-

structions. .Similar combinations are found in many
prior i)atents, but all of the elements found in com-
plainants' combination, it is claimed, are not shown
to have been used together in any one of the prior

patents in the same relation to each other. It is in-

sisted that the novelty of the combination can only

be destroyed by showing that all of its elements have

been used together before, and in the same relation

to each other. The contrary is well established.

Thompson v. Boisselier, 114 U. S. 1. 11. 5 Sup. Ct

1042: Hill v. Wooster, 1^2 U. S. 693, 10 Sup. Ct.

228; lUirt v. Evorv, 133 U. S. 349, 10 Sup. Ct.

394: Pickering v. AlcCullough, 104 U. S. 310: Flor-

sheim v. Schilling, 137 U. S. 64, 11 Sup. Ct. 20:

Adams v. Stamping Co., 141 U. S. 539, 12 Sup. Ct.

66: Deere & Co. v. J. I. Case Plow Works, 9 U. S.
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App. 567, 6 C. C. A. 157, and 56 Fed. 841; Lumber
Co. V. Perkins, 53 U. S. App. 66, 94, 25 C. C. A.

613, 616, and 80 Fed. 528, 531. In the case last

named this court quoted the following from the tes-

timony of Mr. Powers, one of the experts testifying"

in the case:

'' 'But, on the other hand, in order to anticipate the

claim of a patent, all of its elements, either identically

or substantially, must be found in the same relation

and combination with each other in some one patent

or device;' " and proceeded to say: 'To the doctrine

of selection he refused to subscribe, and for that

reason failed to find the invention of Perkins in the

patent of O'Connor. In matters of fact the entire

testimony of the witnesses shows them to be in sub-

stantial accord. The differences of opinion are ex-

plained by Mr. Powers' mistaken understanding of

the rule by which the patentability of combinations

of old devices should be determined. That the mere
bringing together, in a new combination, of old de-

vices or elements, especially if they belong to the

same art or arts kindred to that to which the com-
bination belongs, does not constitute invention is well

settled. Tt is not enough that a thing shall be new,
in the sense that in the shape' or form in which it is

produced it shall not have been before known, and

that it shall be useful, but it must, under the con-

stitution and statute, amount to an invention or dis-

covery.'
"

In Railzvay Co. z'. Sayles, 97 U. S. 554, 24 L. Ed. 1053,

at 1054, the Court said:

—

"At the time when the complainant alleges that

Thompson and Bachelder completed the invention for

which the letters patent on which the suit is brought
were granted, namel}^: in 1846 and 1847, double

trucks under railroad cars had come into general use

in the C(juntry, and it was a desideratum to have a

brake, or system of brakes, which could be operated

from either end of the car, upon the wheels of both

trucks; and a number of inventors were in the field,

contriving and testing their various devices. Like
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almost all oIIut inventions, that of double brakes

came when, in the progress of inechanical improve-

ment, it was needed; and bein^ sought by many
minds, it is not wonderful that it was develojK'd in

different and inde])endent forms, all orii;inal, and yet

all bearing- a somewhat jj^eneral resemblance to each

other. In such cases, if one inventor precedes all the

rest, and strikes out something which includes and
underlies all that they produce, he ac(|uires a mono])-

oly, and subjects them to tribute, ikit if the advance

towards the thin.^- desired is gradual, and i)roceeds

step by ste]), so that no one can claim the complete

whole, then each is entitled only to the specific form
of device which he produces, and every other inventor

is entitled to his own specific form, so long as it dif-

fers from those of his competitors, and does not in-

clude theirs. These general principles are so obvious,

that they need no argument or illustration to support

them. We think they are specially applicable to the

case before us."

As said by the Supreme Court in Atlantic Works v.

Brady, 107 U. S. 192, 27 L. Ed. 438, 440:—

"The process of development in manufactures

creates a constant demand for new appliances, which

the skill of ordinary head workmen and engineers is

generally adequate to devise, and which, indeed, are

the natural and proper outgrowth of such develop-

ment. Each stej) forward j^repares the way for the

next, and each is usually taken by spontaneous trials

and attempts in a hundred different places. To grant

to a single party a monopoly of every slight advance

made, except where the exercise of invention, some-

what above ordinary mechanical or engineering skill,

is distinctly shown, is unjust in jirinciple and in-

jurious in its consequences.

"The design of the patent laws is to reward those

who make seme substantial discovery or invention,

which adds to our knowledge and makes a step in ad-

vance in the useful arts. Such inventors are worthy
of all favor. It was never the object of those laws

to grant a monopoly for every trifling device, every
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shadow of a shade of an idea, which would naturally

and spontaneously occur to any skilled mechanic or

operator in the ordinary progress of manufactures.

Such an indiscriminate creation of exclusive privi-

leges tends rather to obstruct than to stimulate in-

vention. It creates a class of speculative schemers

who make it their business to watch the advancing
wave of improvement, and gather its foam in the

form of patented monopolies, which enable them to

lay a heavy tax upon the industry of the country,

without contributing anything to the real advance-

ment of the arts. It embarrasses the honest pursuit

of business with fears and apprehensions of con-

cealed liens and unknown liabilities to lawsuits and
vexatious accountings for profits made in good faith."

In Gibbon z'. Locwcr Sole-Rounder Co., 79 Fed. 325, at

327, C. C. A. Third Circuit, it is said:

—

"It is well settled that 'a mere carrying forward,
or new or more extended application of the original

thought, a change only in form, proportions, or de-

gree, the substitution of equivalents, doing substan-

tially the same thing in the same way, by substan-

tially the same means with better results,' is not in-

vention in a patentable sense. Smith v. Nichols, 21

Wall. 112, 119; Trimmer Co. v. Stevens, 137 U. S.

432, 11 Sup. Ct. 150; Ansonia Brass & Copper Co.

v. Electrical Supply Co., supra.'' (144 U. S. 11, 18,

12 Sup. Ct. 601.)

As said in Smith v. Nichols, 21 Wall. 112, 119, 22 L.

Ed. 566, (cited and applied by our Court of Appeals in

D. J. Murray Co. v. Sumner I. Works, 300 Fed. 911,

912) :—

"But a mere carrying forward or new or more
extended application of the original thought, a
change only in form, proportions, or degree, the sub-
stitution of equivalents, doing substantially the same
thing in the same way by substantially the same
means with better results, is not such invention as
will sustain a patent."
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Tn Wisconsin Com p. .lir flouse Cleaning Co. v.

American C. A. C. Co., 125 Fed. 761, at 767 (C. C. A.

7), the Court says:

—

"It should not be forj^otten that the defendant was
operatinjL^ under later patents, and that the art prior

to Nation discloses stationary machines for renovat-

ing carpets by the use of compressed air, movable
machines for dusting carpets by means of air cur-

rents in connection with hoods and strainers, and the

'open blast nozzle.' In this connection the observa-

tion of the Supreme Court in Kokomo Fence Ma-
chine Co. V. Kitselnian, 1(S9 U. S. 8, 2i, 22> Sup. Ct.

521, 47 L. Ed. 6(S9, is pertinent:

" 'Considering the complainants and Whitney
(patentee of defendant's machine) as alike having
improved on the prior art, the (juestion is whether
the specific improvements of the one actionably in-

vaded the domain of the other. The presumption
from the grant of the letters patent is that there was
a substantial difference between the inventions.'

"2. Respecting anticipation it is true that the

combination of elements in Nation's claims is not

found in any one prior device. So the citations are

not eft'ective to disprove the novelty of Nation's com-
bination. But the modified Sorensen and McClain
machines would be anticipative, and, in our opinion,

it did not require invention to produce these modi-
fied machines. The modification consisted in sub-

stituting the known means for directing an air cur-

rent from a tank of compressed air upon the goods
to be cleaned for the Sorensen and McClain air cur-

rents from blowers. This selection among known
means, though increasing the degree of efificiency, did

not rise to the dignity of independent invention.

Mast, Foos & Co. v. Stover Mfg. Co.. 177 U. S. 485.

20 Sup. Ct. 708, 44 L. Ed. 856; Lumber Co. v. Per-

kins, 25 C. C. A. 613, 80 Fed. ^2%\ Kelly v. Clow,
32 C. C. A. 205, 89 Fed. 297, and cases' there col-

lated."
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THE WARNE PATENT

The Warne ])citent discloses that Warne did not con-

sider himself to be more than an improver in a specific

form of hitch :

—

"The front and rear harrow sections or units may
be of any suitable or conventional form, and for the

purposes of illustration I have shown my improz'cd

draft appliance and its connections applied to or em-
bodied in a double or tandem disc harrow of the gen-

eral form of that disclosed in my former patent here-

inbefore referred to." [Spec, p. 2, lines 25-32

—R. 335.]

The specific form of hitch or "improved draft appli-

ance" of the Warne patent includes a draft head 18,

which is independently connected with each of the four

gangs of discs so that each gang of discs is moved to

and from its angled or working position from and to its

parallel or non-working position independent of the opera-

tion or movement of the other three gangs of the double

disc harrow.

As was common in the art prior to Warne's asserted

invention, each of the four gangs of discs as disclosed in

the Warne patent includes a gang rod having a plurality

of saucer-shaped or concavo-convex discs mounted there-

on. On any one gang-rod or axle the discs have their

concave sides all turned toward one end of the axle. The

four gangs of this common form of double disc-harrow

are mounted in pairs, a front pair and a rear or tandem

pair. The discs of the front and rear pair are oppositely

arranged on their gang-rods or axles so as to turn the

soil in reverse directions. This structure was common

prior to Warne's asserted invention.

—
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Waterniaii patent, —Def's Ex. F-21—R. 554;

Nicsz patent, —Def's Ex. F-10—R. 438;

Cameron patent, —Def's Ex. F- 3—R. 388;

La Dow patent, —Def's Ex. F- 8—R. 428;

Law Dow i^atent, —Def's Ex. I^^- 9—R. 434;

Rav patent, —Def's Ex. 1-11—R. 444:

Sharp patent, —Def's Ex. F-12—R. 456;

Trissel patent, —Def's Ex. F-19—R. 524;

Willi's patent, —Def's Ex. F-22—R. 562;

Warne patent, —Def's Ex. F-23—R. 572.

The Warne ])atent in suit discloses, as added to this

common form of "double disc harrow", an automatic

hitch operable t(» cause the draft team (horses or tractor)

to pull the i^^an.e^s of discs from parallel or non-workinij^

position to angled or working position. This common

form of hitch was recognized as old by Clark in 1891.

—

"It is not broadly new to thus cause the team to

make said angular adjustments;"

[Clark Patent—Def's Ex. 5—lines 84-6—R. 380.]

Automatically operating hitches are disclosed in each

of the prior patents, Def's Exhibits F-1. F-2, F-6, F-7.

F-8, F-13, F-14, F-L\ F-16, F-17. F-18, F-21, and

Plaintiff's Exhibit 13, in addition to the disclosure of the

Clark patent. Plaintiff is estopped from contending

tliat automatically operating hitches in a four gang double

tandem harrow was novel to W^arne, as heretofore pointed

out.

The specific form of automatic hitch disclosed in the

Warne patent is complicated, in that it provides structure

enabling three distinct mcxles of operation for the angling

of the gangs of discs. ( Pl'ft's Br., pj). 14-17.) These

modes of operation are:

—

( 1 ) to cause the draft team or draft tractor to

back to set or predetermine the angle and to
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then pull the gangs in angle and back the

gangs out of angle;

( 2 ) to cause the draft team or draft tractor to pull

the gangs out of angle, and the backing of the

tractor sets the lost motion mechanism so that

the next forward pull will move the gangs
into the angular relation so set by backing;

(3) to eliminate entirely the backing of the tractor

to set the angle to which the gangs will be

moved, the hand-wheel 22 is operated manu-
ally to set the lost motion mechanism so that

on the next forward pull of the tractor the

gangs will move into their previously set

angular relation.

In order to accomplish this varied method of operation,

Warne provides in his harrow a forward draft frame 1,2,

and slidably mounted lost motion draft head 18, and

independently connects the draft frame 1,2, to all four

gangs of the harrow through the connections 8,8, 5,5,

and 16,16, and independently connects the lost motion

head 18 with all four gangs of the harrow through con-

nections 29,29, and 30,30. Each of the four gangs is

thereby connected to Warne's "improved draft appliance"

independent of any other gang of the harrow and is in-

dependently operated by the "improved draft appliance."

Disconnection of any one of the four gangs of discs,

either forward or either rearward gang, will not affect in

any way the operation of the other remaining gangs of

discs. Disconnection of both front gangs from the draft

frame 1,2, and draft head 18 will leave the operation of

the "improved draft appliance" and the rear gangs un-

affected. Similarly, removal of the rear gangs has no

effect. All gangs are independently controlled and oper-

ated. If a third pair of gangs were added to the rear of
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what is now Ihc rear pair of jj^anp^s of discs, in the same

way this adch'tion wonlcl Hkewise fail to alter, chanj^e or

contribute in any way to the o])eration of four gang's now

found in the VVarne patent. This addition would be

merely a further case of duplication,—the same duplica-

tion that is the j,»-ist of Warne's asserted invention.

The "improved draft ai)i)liance" of the Warne patent

in suit includes a slidini^ member 19 adapted to be secured

to a tractor or other draft implement. Secured to the

rear of the sliding- member 19 is a draft head IH. In ad-

dition to the slidin'>- member 19 and head 18, the "im-

proved draft appliance" includes a fixed frame or member

1,2. The slidini^ draft member or pole 19 is secured to

the inner adjacent ends of the two gangs composing the

front pair of discs by means of links 29. The links 29

are called longitudinally movable draft bars 29. The

slidable draft pole 19 or head 18 thereof is likewise se-

cured by means of reach bars 30 to the rear pair of gangs

of discs. The stationary frame 1,2, is secured by means

of links 5, 7 and 8 to each of the forward gangs of discs

at points spaced outwardly from their inner adjacent ends.

The forward stationary frame 1,2, is secured by means of

links 16, called draft bars 16, to the inner adjacent ends

of the rear pair of gangs of discs. By this means W'arne

])rovides an "imiM-oved draft appliance" which is directly

and independently connected with each of the four gangs

of discs of the doul)le tandem harrow.

In order to provide a means for utilizing the draft

force in the Warne patent that is operable through either

of the methods of operation : ( 1 ) to cause the draft team

or draft tractor to pull the gangs in angle and back the
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gang-s out of angle, or (2) to cause the draft team or

draft tractor to pull the gangs out of angle and back the

gangs into angle, a form of interlocked or lost-motion

mechanism is provided. This interlocked or lost-motion

mechanism operates through the movement of the pin 18-a

operating in the slot 19-a formed in the draft bar 19. The

draft hitch or (as Warne terms it) "improved draft ap-

pliance," is identical with that disclosed in many of the

prior art patents.

Warne did not invent an improved draft appliance,

which was the first to utilize or provide a means for utiliz-

ing the draft force of a team or other draft implement to

cause the gangs of discs of a harrow to be moved into

angled position upon the forward movement of the im-

plement or to be moved out of angled position to parallel

position on the backing of the draft implement. This is

the first mode of operation which is possible in the Warne

patent in suit, and this was very common in the art prior

to Warne's alleged invention. The use of the draft force

through a draft hitch connecting a draft implement with

a harrow to move the gangs of discs to a working posi-

tion on the forward movement of a tractor, and for the

purpose of moving the gangs of discs back to a parallel

position on the reversing or backing up of the draft im-

plement or tractor, was recognized as old prior to Janu-

ary ]?>, 1891, in the Clark patent No. 444,662 [Def's Ex.

F-5]. The Clark patent recognizes this mode of opera-

tion to be old prior to his (Clark's) invention, because

this mode of operation was disclosed adequately and fully

in earlier patents, e. g., as early as September 27, 1881,

to F. Bramer and G. G. Crowley, No. 247,476 [Def's Ex.

F-1—R. 350]. The operation of means for automatically
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an^Hn^ the disc j^anjifs with rcs[)cct to each rather through

the forward and backward movements oi the draft bar

is fully described in tlie Hranier & Crowley patent as

follows :

—

"The draft is applied to the pole C, and the for-

ward movement of the machine will cause the disk-

jJciniji's to assume an ani^ie to the line of draft, the

angle being regulated by the backward motion of the

rod F, which controls the swinging link t(j which the

draft-rods H' are attached.

"When the machine is backed the link E is free to

swing- forward, and the disks will move into positions

parallel with the line of draft. The advantag^es of

this construction will be obvious to those skilled in

the art, as we obtain a machine in which the disk-

gangs promptly assume the angle to which they have
been adjusted relatively to the line of draft wdien the

machine moves forward, and when the machine is

backed the disks immediately become parallel to the

line of draft, and the machine can therefore be

handled with g-reat facility."

[Spec, p. 1, lines 36-S4—R. 354.]

This mode of operation was commonly understood in

this art as early as September 27, 1881. This mode of

operation is speciHcally described in a great many of the

patents in evidence, and is incident to the mode of opera-

tion of the harrows illustrated in not only the Bramer &
Crowley and Clark ]xitents, but also in each of the fol-

lowing patents:

Defendants'

Patentee Exhibit

Bramer F- 2
| R. 356]

Case F- 4 [R. 360]

Glass F- 6
I
R. 406]

Hardie F- 7 [R. 416]
LaDow F- 8 [R. 428]
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LaDow F- 9 [R.434]

Stoddard (all 4 patents) F-13—F-16, inc. [R. 472-504]

Thomson F-17 [R. 512]

Thomson F-18 [R. 520]

Waterman F-21 [R. 554]

Warne F-24 [R. 586]

Warne F-25 [R. 594]

The Killefer harrow, as shown by Killefer patent No.

1,619,208 [R. 342-9], and as illustrated by the Watters

patent No. 1,421,113 [Def's Ex. H—R. 614-22] follows

this same mode of operation, to wit : the utilization of

the draft force through a draft hitch to move the gangs

of discs from a parallel to an angled or working position

on forward movement of the draft implement and to move

the gangs from an angled position to a parallel position

on the backing of the draft implement. This is the only

mode of operation of the Killefer harrow, and the Killefer

harrow does not operate through the first, second or third

modes of operation possible in the harrow disclosed in the

Warne patent in suit. There is no operation of the Kil-

lefer device comparable to the requirement of Warne's

first mode of operation. The Warne patent in suit dis-

closes a harrow that is operable through the second mode

of operation, that is, to cause the draft team or draft

tractor to pull the gangs out of angle. This method of

operation is fully described in the Bramer & Crowley

patent [Def's Ex. F-1] and is recognized as old by the

Clark patent [Def's Ex. F-5], as previously pointed out

and was admittedly old by cancellation claim 35, so that

plaintiff is estopped to claim this is the mode of operation

that is of the essence of the patent. This method of

operation is also common to each of the patents to:

—
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Defendants*

Patentee Exhibit

Glass F- 6 [R.406]
llardie F- 7 | R. 416]

Stoddard (all 4 patents) F-13—F-IT),
[
R. 472-504

Inc.]

Thomson F-17 [R. 512]

Thomson F-18 [R. 520]

Waterman F-21 | R. 554]

Willis F-22 [R. 562]

Warne F-24 & F-25 [R. 586, 594]

The Warne patent in suit discloses the utilization (^f

the backing of the draft implement or tractor in order to

back the gangs of discs out of angled or to a parallel posi-

tion. This method of operation is specifically recognized

as old by Clark, and is illustrated by the patents to:

—

Defendants'

Patentee Exhibit

Bramer & Crowley F- 1
|
R. 350]

Bramer F- 2 [R. 356]

Glass F- 6 [R. 406]

Stoddard F-13 [R. 472]

Thomson F-17 [R. 512]

Thomson F-18 [R. 520]

Waterman F-21 [R. 554]

Warne F-24 [R. 586]

Warne F-25 [R. 594]

The "improved draft appliance" of the Warne patent

in suit includes means which permit the gangs of discs to

be either i)ulled into angled or working ]:)osition or to be

pulled out of angled or working position.—both upon for-

ward movement of the tractor. (This is not a possible

mode of operation of the Killefer harrow. ) That the

forward motion of the tractor may be used for automati-

cally angling the gangs, is described by Warne (Spec, p.

4, lines 72-85).
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Tn order to accomplish this result and to provide his

"improved draft appliance," Warne discloses a harrow

in which the front gangs of discs support a forward

frame 1,2, and the rear gangs of discs support a rear

frame 13. The forward disc gangs are pivotally secured

to the forward frame 1,2. so that the forward gangs

pivot around the pivotal connection thus formed. The

rear gangs of discs pivotally support the rear frame 13.

This rear frame is pivotally secured to the rear gangs at

the pivot or swivel bolts 14. The rear gangs of discs

pivot around these swivel bolts 14 and are by the swivel

bolts 14 secured to this single over-riding frame 13.

Substantially the same form of frame structure dis-

closed in the Warne patent in suit, including the over-

riding frames, 1,2, and 13, is disclosed in each of the

following patents, to wit:

—

Defendants'

Patentee Exhibit

Cameron F- 3 [R. 388]

Glass F- 6 [R. 406]
Niesz (see Biichcr & Gibbs,

etc. V. International, F-10 [R. 438]
etc.^ supra.)

Ray F-11 [R. 444]

Sharp F-12 [R. 456]
Trissell F-19 [R. 524]

Waterman F-21 [R. 554]

WilHs F-22 [R. 562]

Warne F-23 [R. 572]

Warne F-24 [R. 586]

Warne F-25 [R. 594]

The function of these over-riding frames 1,2, and 13,

as shown by each of these patents, is to provide a means

of pivotally supporting the gangs of discs so that a pivot
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])()iiit is providc'f] intcnnrdiatc tin- cikIs of the ganj^s

aromifl wliicli llic respective j^aiiL^s i)ivot in movinj^ to and

from the ans^lcd or working- position. The Glass i)atent

[Def's Ex. V-6—K. 406] shows a form of frame A
which corresponds to the front frame 1,2, of the Warne

patent in suit, and which is connected by means of links

G and F which are longitudinally immovable in length

or are longitudinally fixed in the same manner as are the

longitudinally fixed draft bars 5, 6 and 8 of the Warne

patent and are connected in the same manner. The inner

adjacent ends of the gangs of discs of the Glass patent

are connected with draft rods H w^hich are longitudinally

movable and are connected with a draft ai)pliance so that

the draft force is utilized for moving the gangs into

angled position on forward movement of the draft means.

The forward movement of the draft means of the struc-

ture illustrated in the Glass patent operates through the

draft bars H to angle the gangs to angled position, caus-

ing the gangs to pivot about the pivotal connection pro-

vided for connecting the gangs of discs pivotally to the

main frame A. In these respects the structures of the

Warne patent in suit and the Glass patent are identical.

The Glass patent also discloses a form of interlock,

similar to tliat provided in the Warne patent in suit, by

the pin 18-a operating in the slot 19-a of the draft bar 19.

The interlock provided in the Glass i)atent provides a

means permitting the gangs of discs to be pulled by the

forward draft from an angled position to the parallel or

non-working position. This interlock or lost-motion

means is clearly described by Glass at ]). 2 of his specifi-

cation, lines 29-43 [R. 413] as follows:

—
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"] represents a vertical hand-lever pivoted in a

mortise of the draft pole A' and having its lower end

arranged in the slot of space Jf between the parallel

front portions of the draft-rods. The hand-lever is

disconnected from the draft-rods, so that it is free to

move longitudinally with its lower end in the opening

between the front stop and the guide I, while the

draft-rods are equally free to move longitudinally

independently of the hand-lever. This permits the

hand-lever to be set to the desired position for chang-

ing the angle of the gangs without moving the gangs,

and allows the gangs to be shifted by the draft of

the horses."

The Waterman patent [Def's Ex. F-21—R. 554] dis-

closes an over-riding frame member 36 for the rear gang

of discs so that the rear pairs of gangs of discs are pivot-

ally connected at pivots 14 around which the respective

rear gangs pivot in moving from their angled to parallel

position, or when moving from their parallel position to

their angled position. The Waterman patent also dis-

closes a forward over-riding frame 1,2, which is carried

by a draft pole 3 and includes a cross-bar 1 which is

bolted to the ends of the tongue or pole 3 and providing

rearwardly extending ends 5 which are ])ivotally secured

to the forward gangs of discs. The forward gangs of

discs pivot around the pivot points thus formed when

passing from the parallel to the angled position or from

the angled to the parallel position.

The Warne patent in suit does not show a single ele-

ment which does not in the Warne structure perform

exactly the same function as that element did in the struc-

tures of the prior art, from which it was selected bv
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Warne. Warne merely has endeavored to select from the

prior art certain elements having- well-defined and well-

known functions in the art, and to associate these selected

elements in a strncture so that the elements as selected

perform exactly the same functions, in exactly the same

combinations, as these elements did in the art prior to

Warne's alleged invention. There is no new combination

disclosed in the Warne patent. There is no new result

accomplished by the alleged invention of the Warne

patent. There is described by Warne no new means for

cither accomplishing the same result or which cooperates

in a new way to produce that old result in a more facile

or efficient manner. Warne merely selected from the art

one form of automatic draft hitch of common, well

known construction and operation (not simply well

known, but well known in this disc harrow art) and ap-

plied that selected draft hitch to the well known, common

form of double disc harrow. As was demonstrated to the

special master at the trial of this case, the addition of the

rear gangs of discs or the removal of these rear gangs of

discs to a structure like that disclosed, for example, in the

Clark or Bramer ^ Crowley patents, in no way affects,

modifies or changes the operation of the automatic draft

hitch or the forward gangs of discs of a harrow as show^n

in the Clark or Bramer & Crowley patents [R. 39-40].

Warne's selection, therefore, either merely involved the

addition of a well known type of draft hitch to the then

common form of double disc harrow, or he merely added

the rear gangs of the then common form of double disc

harrow to any of the single disc harrows of the prior art,

as illustrated by :

—
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Defendants'

Patentee Exhibit

Bramer, et al. F- 1 [R. 350]

Bramer F- 2 [R. 356]

Clark F- 5 [R. 368]

Glass F- 6 [R. 406]

Hardie F- 7 [R. 416]

Stoddard (4 patents) F-13—F-16 [R. 472-504
inc.]

Thomson F-17 & F-18 [R. 512, 520]

This fact was demonstrated to the special master. It

was shown that the double disc harrow manufactured by

the Killefer Company operates in the same way as spe-

cifically described by each of these single harrow patents;

the forward pull operated to cause the gangs to take

their angled position, and by reversing^ the draft forces

operated to bring the gangs back to parallel position. It

was then demonstrated to the special master that the same

function was performed by the same elements without

change or alteration by merely taking away the rear

gangs of discs from the forward gangs of discs [R. 78].

A single disc harrow was then formed. This single disc

harrow, formed by removing the back gangs of discs of

the Killefer harrow, functioned in exactly the same way,

the draft force being utilized to move the gangs into

angled position on the forward movement of the tractor,

and on the backing of the tractor the two gangs of the

single harrow were again moved to parallel position. No
change or alteration was made in changing from the

double to the single tandem harrow, except to bodily re-

move the rear gangs of discs. There was no change made

in the function of the draft appliance of the Killefer

harrow when removing the rear gangs of discs. The

rear gangs of discs were removed by uncoupling the con-

\
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nection between llie rear j^an^s of discs and tlie torward

j^'-anjji-s of discs, and not hy disconnecting^ a connection

from the draft appliance itself to the rear ^an^s of discs.

There could he no clearer case oi mere selection, ai^gre-

j^ation and dnplication. Tlie rear ganj^s of discs do n(;t

in any way alter the functions performed or accomplished

by the draft appliance. This fact was conclusively demon-

strated to the master at the trial. The back Jiangs of discs

in no way enter into the c(Miibination and have no force

or effect to in any way alter the operation of the "draft

appliance" of the Killefer harrow. The operation of the

draft appliance is in no way modified, altered or changed

when changing- the Killefer harrow from a single har-

row to a double disc harrow. It has been proven and

demonstrated that each element of the Warne double disc

harrow^ was old in the same art, and performed the same

function, in the same way, prior to Warne's selection of

such elements to produce the harrow of the Warne patent

in suit. Warne was not the first to utilize the draft force

for the purpose of causing the gangs to move to or from

angled position on the forward movement of the draft

appliance or tractor, or upon the backing of the tractcjr to

reverse the mode of operation. There is no difference in

mode of operation, in so far as the principle of operation

is concerned, between a single disc liarrow and a double

disc harrow. Tlie rear gangs of discs perform no func-

tion in the combination and alter in no way the operation

of the draft appliance in its operative relation to, or func-

tion respecting, the front gangs or either of them. What

Warne did was merely to select and aggregate features

well known in the art, in the production of the harrow

illustrated in the W arne patent. This is not inz'cntioii.
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The prol^lem of anjjHng the gangs of a disc harrow

automatically, or the supposed problem facing Warne

when he (and all other engineers in the art) made the se-

lection of the Warne patent in suit, was no different in

any way from the problem which was solved by Bramer

& Crowley in 1884 and by Clark in 1891.

"That the particular arrangement of four gangs

in Warne's harrow is not new is shown by patents to

La Dow, No. 415,113 and No. 388,567 (Defend-

ants' Exhibits F-8 and 9) and Niesz, No. 916361

(Exhibit F-10). The idea of using the draft force

to angle the gangs of a harrow and return them to

parallel position is first shown in the patent to

Bramer and Crowley, No. 297,668, issued in 1884.

The same is true of Clark, No. 444,662, wherein the

patent states:

" Tt is not broadly new to thus cause the team to

make said angular adjustments.'
"

[Report of Special Master—R. 245.]

The Warne patent in suit was recognized by the patent

office to be merely an improvement patent, and the record

does not disclose that a structure like, that disclosed in the

patent in suit was ever manufactured and sold commer-

cially.

The patent in suit, while pending before the patent

office, became involved in Interference No. 43,841, be-

tween Warne and an application owned by these defend-

ants, as well as applications belonging to other manufac-

turers of harrows whose engineers had made the same or

very similar selections from the prior art and had associ-

ated the selected elements in very similar manners. The
issue of this interference was a single count or claim.

—

"A cultivator comprising a front pair of imple-

ment gangs, a rear pair of implement gangs, a draft

device and means operative by pulling of the draft

device to shift the inner ends of the gangs of the

front pair and the inner ends of the gangs of the rear

pair relatively in opposite directions." [R. 234.]
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As found by the si)ecial master, this claim, if ji^ranted

to plaintiff, wcmld have read u\)(m defendant's structure

[R. 251 |. This claim was found, however, by the patent

office, to be anticipated, and the granting of a patent to

Warne containing this claim was refused, in a decision

rendered by the law examiner of the patent office (R.

232-9], in which decision the law examiner stated:

—

**The motions of Watters, Cady and Smith are

granted upon the ground that the issue is uni^atentable

over the patents to LaDow and the ])atent to

Teschner." |R. 239 (Decision of Law Examiner.)]

The claims subsequently granted to Warne in the patent

in suit must be in some way distinguishable from the

broad combination as defined by this claim, (the issue of

the interference No. 43,841,) or the claims as granted in

the Warne patent are invaHd. This decision was ac-

quiesced in by plaintiff and Warne, and no appeal was

taken. Warne canceled this claim from his application

after this decision. He thereby admitted that he was not

the inventor of the broad combination defined by this

claim.

Plaintiff, contrary to the above, seeks to have this Hon-

orable Court construe the nebulous claims of the Warne

patent as for a pioneer invention. Plaintiff seeks to have

placed on the Warne patent in suit an interpretation which

would place Warne in the position of a pioneer inventor.

Such a position is untenable. Warne did not produce a

new mode of operation. Warne produced no device

operable to produce a new result. Warne produced no

new combination. He (Warne) merely selected from the

art before him four principal elements

:
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(1) a front pair of gangs;

(2) a rear pair of gangs;

(3) an automatically operable hitch;

(4) a system of over-reaching bars, old in the two-gang

harrow art, and old in the prior Warne patent No.

1,189,890 (Defs Ex. "F"-23) which he (Warne)
sought to improve [Warne patent in suit—R. 334,

lines 8-18].

Warne's "improved draft appliance" consists, as the

special master found, in connections which directly con-

nect each gang of discs of a double-disc harrow to a draft

head to enable these gangs of discs to independently oper-

ate. This fourth principal element of the Warne patent

is not found in the Killefer harrow. Warne, in the

improvement disclosed in his patent of the "improved

draft appliance," worked to improve the structure shown

in his earlier patent, Defs Ex. F-23, and added to the

structure of Defs Ex. F-23 the overriding direct-connect-

ing draft bars 29,29, 30,30, 16,16, and 8,8, which inde-

pendently connect the traveling draft head 18 with each

of the four gangs of discs of the harrow. In the Warne

double-disc harrow, the operation of each of the four

gangs of discs is independent of the operation of any

other disc gang. Warne's engineering change w^as to

adapt the selective automatic hitch of the Glass patent

No. 427,854 [Defs Ex. F-6—R. 406] to the structure

of his earlier patent. If this is invention—which defend-

ant denies— it is the limit of Warne's invention. The

special master is supported in so finding on the evidence

before him, which is unrebutted by plaintiff. There was

no evidence before the district court, offered by plaintiff

upon which the district court could find otherwise.
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THE KILLEFER HARROW
The Killefcr harrow is found by the special master an

independent development by the Killefer Company of a

draft power-operated double disc harrow. The special

master found :

—

"By referring- to defendants' Exhibit II a form of

harrow developed by the defendants will be seen.

While this is not a prior art structure it was devel-

o])ed by the defendants before the j)atent in suit

issued. Here will be found the same pivot locations

as in the harrow in suit. The ball crank members

are also found here.

"It is logical to assume that the defendants devel-

oped their present harrow by workin<^ from this

structure to the new much in the same manner that

Warne worked from his prior structure to the new.

The extensive introduction of the "gasoline eng^ine

tractor in farming- furnished the incentive and ex-

plains the late date at which these harrows appeared

in a crowded and ccMiipetitive held.

"In adapting- their harrow to tractor operation the

defendants were free to use the draft force to angle

the front gangs and to arrange the draft means so

that the angling could be controlled. The old har-

rows of La Dow and Clark sug-g'est in a crude way

the manner in which this could be done.''
[
Report of

Special Master—R. 250.]

Defendant's Exhibit "H" is the Watters Patent No.

1,421,113 |R. 614], issued to the Killefer Manufacturing

Com])any. This patent was issued to the Killefer Manu-

facturing- Company from the application which was in-

volved in interference No. 43,841 in the patent office with

the Warne application which resulted in the patent in
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suit. In this interference No. 43,841 the patent office

held that there was no conflict between the disclosures of

the Warne application and the Watters application (Def's

Ex. "H"). In this intereference the patent office held

that there was no conflict between the disclosures of

the Warne patent in suit and the Watters patent (Def's

Ex. "H"). The special master, in arriving at his finding

of the fact that the Killefer Company and Warne started

from diverse points in a crowded and competitive art and

developed independent forms of harrows, is therefore

supported by the findings of the patent office in interfer-

ence No. 43,841.

The form of harrow disclosed in the Watters patent

(Def's Ex. *'H") is in every detail the same as defend-

ant's harrow on which this suit is based, with the excep-

tion that the Killefer Company reached out into the prior

art and took what Clark says was old prior to September

22, 1886, namely, a rigid draft hitch, and applied this

power draft hitch to the form of double disc harrow

shown in the Watters patent (Def's Ex. "H"). The

rigid hitch utilized by the Killefer Company does not

function in any manner different from the rigid hitch

shown and described and asserted to have been old by

Clark prior to 1886. The four gangs of the harrow,

coupled in tandem relation, operate in no way different

from, and include no part different from, the harrow as

disclosed in the Watters patent [Def's Ex. "H"—R. 614].

The Killefer harrow, as found by the master, is best

described in the Killefer patent No. 1,619,208 [R. 342],

as supplemented by the disclosure of the Watters patent

No. 1,421,113 [R. 614] and the Watters patent 1,487,412

[R. 624]. The Killefer patent discloses a harrow having
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a front pair of gangs of discs 1,1, and a rear pair of

gangs of discs 2,2. The manner of connecting these two

pairs of gangs of discs is the same as disclosed in the

Watters patent [Def's Ex. "H"—R. 614] and the Wat-

ters patent [Def's Ex. "I"—R. 624 1. As set forth in

the Killefer patent |R. 346 1, tlie develo])ment disclosed

in this patent is an imi)rovement on the harrow as dis-

closed in the Watters patent, Def's Ex. "I", so that the

manner of connecting the gangs of discs together in the

structure of the Killefer j)atent is the same as the manner

of connecting the four gangs of discs together as disclosed

in the earlier Watters patent, Def's Ex. "I". The only

diflference between the Killefer patent [ R. 342 1 and the

Watters patent, Def's Ex. "I", lies in the substitution of

the chain hitch, as shown in the Watters patent No.

1,487,412 [R. 625] for the rigid form of hitch as bor-

rowed from the Clark and Bramer & Crowley patents.

This rigid form of hitch of the Killefer patent includes a

slide 23 within which a slide 17 moves. The slide 17 is

connected by the bell crank members 14 and links 19 to

the inner ends of the front gangs of discs, and the slide 2^

is connected by means of the bars 21 to the outer ends

of the front gangs of discs. There is no connection be-

tween the draft, as borrowed from the Clark patent or the

Bramer & Crowley patent, and the rear pair of gangs of

discs in the Killefer harrow. As was true in the harrows

disclosed in the Niesz patent (Def's Ex. F'-IO). the Wat-

ters patents (Def's Ex's ''H" and "I"), the Waterman

patent (Def's Ex. F-21), and other patents of the prior

art, the rear gangs of discs of the Killefer harrow are

coupled to the front gangs of discs in such a manner as

to cause the rear gangs of discs of the Killefer harrow
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lo be dependently angled, dependent upon the operation of

the front pairs of gangs of discs. In making the develop-

ment Killefer, as shown by the Killefer patent [R. 342],

did not in any way alter the connection of the double disc

harrow then common in the art, but merely changed the

form of the hitch which was utilized. The hitch as dis-

closed in the Killefer patent does not operate in any way

different from the hitch of the Clark and Bramer &

Crowley patents. The Killefer harrow operates in such

a manner that when the slides 17 and 2}i are released by

the ratchet 29 and the tractor is connected with the slide

23, the resistive force of the earth acting against the

discs 11 places a drag on the forward movement of the

double disc harrow, causing the slide 17 to remain rela-

tively stationary with respect to the slide 23. The move-

ment of the slide 23 relative to the slide 17 causes a force

to be exerted on the bars 21, thereby pulling the forward

gangs of discs from their front corners into relatively

angled or working position. This operation is the same

as the operation in the Clark and Bramer & Crowley

patents. As the front pairs of gangs of discs 1 are thus

caused to angle in the same manner as in the single disc

harrow, the rear gangs of discs, which are coupled to the

front gangs of discs 1, are caused to be dependently

angled, dependent upon the operation of the front gangs

of discs. The manner of connecting the rear gangs of

discs 2 to the front gangs of discs 1 of the Killefer har-

row was not changed from the structure which the

Killefer Company manufactured and sold prior to its

selection of the Clark and Bramer & Crowley type of

hitch. The manner of operation of the rear gangs of

discs of the Killefer harrow dependently from the for-
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ward jT^ano^s of discs is the same as found in tlic Water-

man patent, Def's Ex. F-21. The connections are the

same, and the fact that the rear g'angs of discs are

dependently operated with respect to the front jjair of

gang's of discs is als(j the same. The Killefer harrow

operates so that when the tractor is driven forward the

gangs of discs are angled from their non-working posi-

tion, and so that when the tractor or draft implement

—

whether it be horses or tractor—is backed, the gangs of

discs are returned to their i)arallel position.

A demonstration was had before the si)ecial master,

where there was demonstrated the harrow now manufac-

tured by tlie Killefer Company and the form of harrow

as shown in the Watters patent, Def's Ex. "H". It was

shown lo the special master that in manufacturing these

two forms of harrows, the Killefer Company only manu-

factured two forms of hitches: namely, the Killefer Com-

pany manufactured the double disc harrow, and as an

option to the i)urchaser or user, provided the chain type

of hitch of Def's Ex. "H" or the rigid type of hitch of

the Killefer patent. These two forms of hitches are

interchangeable. It was further demonstrated to the

special master that the four gangs of the harrow operated

in the same way with either form of hitch coupled to

the forward pair of gangs of discs. It was demonstrated

to the special m;ister that the hitches ( the power-op-

erated hitch or the cliain hitch) functioned in combination

wath the ft)rward gangs of discs in exactly the same

manner, producing the same results, when the rear pair

of gangs of discs were disconnected or uncoupled from

the forward gangs of discs. It was demonstrated to the
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special master that the rear gangs of discs, which are

coupled in tandem relation to the forward pair of gangs

of discs, were in their operation absolutely dependent upon

the angling or straightening of the forward gangs of

discs, and that their operation was independent of the

hitch coupled to the forward gangs of discs. As com-

pared with the Warne patent in suit, the Killefer harrow,

as shown by the Killefer patent No. 1,619,208 [R. 342],

includes only three major elements. These three major

elements are : A front pair of gangs of discs ; a rear pair

of gangs of discs, and a power-operated hitch. The front

pair of gangs of discs are coupled to the rigid hitch, for

(as Clark said in 1886) "causing the team to make said

angular adjustment." The angular adjustments caused

to be made by the draft-operated hitch in the forward

pair of gangs are then transmitted to the rear pair of

gangs of discs through a coupling which dependably

couples the rear pair of gangs of discs to the forward

gangs of discs. The fourth major element of the dis-

closure of the Warne patent is suit is totally lacking in the

Killefer harrow. There is found in the Killefer harrow

no unitary control means which is connected with the

draft hitch and which independently causes the four gangs

of discs to be moved to or out of working position. It

was this last or fourth major element of the disclosure

of the Warne patent to which the special master referred

in holding the Warne patent to be valid. The report of

the special master states:

"Warne applies the draft i)Ower for angling di-

rectly to each gang, his interlocking of the movable
and fixed members does away with levers and his

releasing means is more readily handled bv the op-

erator." [R. 246.]



-83—

KILLEFER AND WARNE HARROWS

Tlic KilleJ'cr and W'arnt' harrows each include a double

disc harrow of the prior art, both of which d(juble disc

harrows are of specifically different form. The Killefer

harrow includes a draft hitch of the type disclosed in the

Clark and Branier & Crowley patents, of 1891 and 1884,

respectively. The Warne patent discloses a draft hitch

of the type of the Glass patent (Def's Ex. F-6). These

two forms of draft hitches are specifically different. The

operation of the Killefer harrow is that the draft force

operates to cause the front ])air of gang's of discs to angle

on the forward pull of the draft tractor, and the front

gangs of discs oj)erate to cause the rear i)air of gangs of

discs to angle. The Killefer harrow ojjerates so that the

rearward pusli of the tractor causes the front gangs of

discs to straighten, and the straightening of the front

gangs of discs causes the rear gangs of discs to straighten.

The operation of the structure disclosed in the Warne

patent in suit is entirely different, and the angle to which

the gangs of discs are to be shifted is first set by oper-

ating the hand-wheel 22 to shift the bar 19, and hence

the lost motion slot 19-a, or the tractor is backed to effect

this same setting of the bar 19. On the next forward

pulling of the tractor, the gangs of discs are angled to

that position which has been previously predetermined

either by the hand-wheel 22 or the prior backing of the

tractor. After the discs have been moved into angle, a

backing of the tractor will automatically straighten the
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gangs of discs. The operation of the Warne harrow is

dependent at all times on the slot 19-a of the bar 19 and

the pin 18-a operating in this slot. In other words, it is

at all times dependent upon the operation of the lost mo-

tion head 18. There is, however, in the Killefer harrow

no structure equivalent to the pin 18-a, the slot 19-a, or

the lost motion head 18. This is admitted by plaintiff.

—

'Tt will be apparent that if this slot 19, which is

an added feature of Warne,

—

is not used by the

defendant, Killefer,—
'

(Pl'ffs Br., p. 16.)

In the production of the harrows, (the Killefer harrow

and the Warne harrow,) each (defendant and plaintiff*)

proceeded in its development from different sources in a

crowded art. The Killefer harrow was developed from

the prior Watters patents, with the addition of the Clark

type of rigid draft hitch thereto. The harrow was de-

veloped by Warne from the prior Warne patent by the

addition thereto of the Glass type of selective rigid draft

appliance.

"By referring to defendants' Exhibit H a form of

harrow developed by the defendants will be seen.

While this is not a prior art structure it was devel-

oped by the defendants before the patent in suit

issued. Here will be found the same pivot locations

as in the harrow in suit. The ball crank members

are also found here.

"It is logical' to assume that the defendants devel-

oped their present harrow by working from this

structure to the new much in the same manner that

Warne worked from his prior structure to the new.



—85-

The extensive introduction of the j^^'isoline engine

tractor in fannin^^ furnishcfl the incentive and ex-

plains the late date at which these harrows ai)peared

in a crowded and competitive field.

"In adaptin<4- their harrow to tractor operation the

defendants were free to use the draft force to angle

the front gangs and to arrange the draft means so

that the angling could he controlled. The old har-

rows of La Dow and Clark suggest in a crude way
the manner in which this could be done. An exam-

ination (jf the Waterman harrow (defendants' Ex-

hibit F-21) discloses that the connection between the

front and rear gangs by bars i2 is the same as the

connection between the front and rear gangs in the

defendants' structure through the bars 45. The rela-

tive movement of front and rear gangs in the de-

fendants' harrow is similar to that in the Waterman
structure.

"The defendants used a ratchet and pawl arrange-

ment for controlling the angling action of the draft

force which differs in principle from the plaintiff's

wheel, ratchet, and the lost motion arrangement. In

the plaintiff's structure the degree of angling is pre-

determined by setting the handwheel or backing the

tractor against the clevis before the draft force is

applied to effect the angling, Tn the defendants'

structure the degree of angling is determined by the

operator's dropping a pawl into the ratchet at a

desired point. To return the plaintiff's harrow to

parallel position the pawl 27 is released from the

ratchet on the hand-wheel and the harrow is driven

forward. The defendants' harrow is returned to

parallel position by backing the tractor, which ac-

complishes the reverse of the angling movement."

[Report of Special Master—R. 250-1.]
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THE WATERMAN PATENT
(Def's Ex. F-21)

Plaintiff in its opening brief has endeavored to place

before this Honorable Court the thought that the special

master and the district court and defendant all rely solely

upon the Waterman patent (Def's Ex. F-21), not only as

anticipating the disclosure of the Warne patent in suit,

but likewise as necessitating a limited interpretation of

the claims of the Warne patent in suit. The Waterman

patent is but one of the patents of the prior art which

disclose a four-gang harrow which is inherently capable

of automatic operation. This Waterman patent, a full-

sized structure of which was constructed by defendants

and demonstrated to the special master, does disclose a

harrow which will automatically angle on the forward

draft of the implement in a manner much similar to the

automatic angling of the two gangs of the Killefer har-

dow. There is nothing to prevent this angling, and as

the gangs are pivotally mounted, and as the force of

resistance to the forward movement of the gangs operates

on one side of the pivot against the force tending to draw

the gangs of discs forward operating on the other side

of the pivot, it is obvious that if the gangs of discs of the

W^aterman harrow are permitted, they will and must angle

as the harrow is pulled forward over the surface of the

ground. The fact of this inherent capability of the struc-

ture of the Waterman patent was demonstrated to the

special master. In this regard the special master found,

from this demonstration, that the Waterman harrow had

this inherent characteristic of automatic angling.

—

"However, the harrow is capable of angling bv the

draft force." [R. 246.]
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The master likewise found, from an inspection and com-

])arison of the Warne harrow, as constructed by defend-

ants, that this harrow as demonstrated was buih with

reasonable fidelity to the specifications of the Warne

l)atent, Def's Ex. F-21, the si)ccial master findinj.^:

—

''The defendants rely strongly uj^on the structure

disclosed by the Waterman i)atent No. 1,081,918,

issued December 16, 1913, as anticipating the Warne
disclosure. A full sized harrow built with reason-

able fidelity to the specifications was demonstrated

during the trial. The gangs have fixed and movable

members. The uKnable members are adjustably

attached to the fixed members by levers, jiawls. and

ratchets. By moving a lever forward the gangs on

either side can be angled. By releasing the levers

and pulling the harrow forward the draft force will

angle the gangs ; likewise, backing the harrow jmshes

the gangs out of angle." [R. 245-6.]

The above draft operation of the Waterman harrow, to

move the gangs into angle on the forward draft of the

Waterman harrow, and to back the gangs of discs out of

angle on the backing of the harrow, is the mode of opera-

tion of the Killefer harrow.

The Waterman patent (Def's Ex. F-21) discloses a

double disc harrow. The use of the draft force for the

purpose of angling the gangs of the disc harrow was

admittedly old years i)rior to Waterman's invention, and

hence a greater number of years prior to Warne's as-

serted invention. This fact is as admitted in the Clark

patent (Def's Ex. F-5), as heretofore pointed out. Water-

man, like Warne, states tl^at the double disc harrow was

old prior to the date of his invention. W^aterman states :

—

"This invention relates to harrows, and more par-

ticularly to that type of harrow having front and
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rear gangs in which each set of gangs is pivoted at

diagonally opposite ends such as described in my
patent for Harrows No. 984,625, dated February 21,

1911." [R. 558.]

Waterman recognized that he was not the inventor of

the use of the draft force for the purpose of angling the

gangs of discs to working position, or the use of the

backing of a draft implement through a hitch for the pur-

pose of moving the gangs of discs to their parallel posi-

tion. He therefore did not claim to be the inventor of

this mode of operation, shown to be old by patents as

early as the patent issued to Bramer, et al. (Def's Ex.

F-l).

The only claim Waterman made to invention lies in the

provision of an additional means interposed in such a

double disc harrow, in which the gangs are angled by the

draft force to and from working position, consisting of

certain hand-operated levers for the purpose of effecting

the manual adjustments of the gangs. The hand-operated

levers are to effect different working positions for the

gangs mounted in tandem relation upon the opposite sides

of the double disc harrow.

In order to show the operation inherent in the Water-

man harrow, and to show that this harrow was not only a

manually operated harrow [as apparently confused by the

examiner of the patent office in his statement contained in

the file-wrapper, Pl'ffs Ex. 10, Paper No. 6,—R. 147],

but also was an automatically operated harrow having the

same mode of operation as that disclosed by Clark (Def's

Ex. F-5), Bramer, ct al. (Def's Ex. F-l), and other of

the defendants' exhibits, defendants constructed an abso-



-89—

lute duplicate of the liarrow shown in the Waterman pat-

ent (Def's Ex. F-21). This harrow, constructed exactly

as sliown in tlie Waterman ])atent (Def's Ex. l"'-21j, is

shown by the photographs [Def's Ex's G-1 to G-6, inclu-

sive.—R. 602-12 J.

This harrow,—a duplicate of the Waterman harrtnv

(Def's Ex. F-21),—was demonstrated to the special mas-

ter. At this demonstration it was shown that the mode

of operation inherent in the Waterman harrow is that the

draft force is utilized for the purpose of moving the disc

gangs upon the forward movement of the tractor from

their non-working to their angled position. It was dem-

onstrated that the draft force was also utilized in the

reverse direction, or by backing for moving the disc gangs

of this Waterman harrow from their working or angled

position to their non-working or parallel position. This

Waterman harrow, as demonstrated, and as constructed

like Def's Ex's G-1—G-6, inclusive, also had its hand-

levers, marked 25 in Def's Ex. G-1, within reach of the

tractor driver at a point outside of the harrow. The

Waterman harrow was demonstrated to have exactly the

same mode of operation as the Killefer harrow illustrated

by Killefer patent No. 1,619,208, as supplemented by the

Watters patent (Def's Ex. 1). The W^aterman harrow

discloses a pair of forward gangs of discs, the same as

the forward gangs of discs of the Killefer patent. The

Waterman patent discloses a pair of rear gangs of discs,

the same as the rear gangs of discs of the Killefer patent.

The Waterman patent discloses a draft appliance or hitch

performing the same functions as the hitch of the Killefer

patent, and is also susceptible of performing an additional
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function not common to the Killefer harrow, /. e., inde-

pendently adjusting the tandem discs on the opposed sides

of the harrow.

The draft frame of the Waterman patent is connected

to the outer portions of the front gangs of discs by means

of the members 7 and 5, in the same manner as the Kille-

fer harrow is connected by the bars 21 to the outer ends

of the front gangs of the Killefer harrow. The inner

adjacent ends of the front gangs of discs of the Water-

man harrow are connected by rods 27 to a ratchet struc-

ture which may be released in the same manner as the

inner adjacent ends of the front gangs of discs are con-

nected by the links 13 to the ratchet construction of the

Killefer harrow. A single connection, consisting of the

rod 30, is provided in the Waterman harrow, and this

central connection is clearly the equivalent of the mem-

bers 41, 43 and 42 of the Killefer harrow. The rear

gangs of discs of the Waterman harrow are by this ar-

rangement held in definite spaced relation from the front

gangs of discs. The members 41, 43 and 42 of the Kille-

fer structure hold the rear gangs of discs of the Killefer

harrow in definite spaced relation from the forward gangs

of discs. The Waterman harrow includes the rods 32

which connect the outer portions of the rear gangs of

discs to inner portions of the front gangs of discs, in the

same manner as the bars 45 of the Killefer harrow con-

nect the outer portions of the rear gangs of discs to the

inner portions of the forward gangs of discs.The Water-

man harrow includes a rear hold-down bar 36. This rear

hold-down bar 36 of the Waterman harrow is specifically

described by Waterman as a hold-down bar.

—
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"A cross angle-bar 36 is bolted to the rear end of

the rod 30 and to the side links 31, having its extend-

ing ends overreaching the connecting-bars 32 and

serving as stoj) for these bars to limit their ui)ward

movement, in other words, to hold the free ends of

the gangs down in a working position when in opera-

tion." {IVatcnuan patent, Spec, p. 2, lines 7-14.)

[R. 559.]

This bar 36 of tlie Waterman harrow corresponds in

detail of construction and in function to the bar 44 of the

Killefer harrow, as shown by the Killefer patent

1,619,208, and as supplemented by this disclosure of the

Watters patent, Def's Ex. I. The exact description of

this hold-down bar 44 of the Killefer patent 1,619,208 is

described in the Watters patent, Def's Ex. I. The Kil-

lefer patent 1,619,208 specifically refers to the Watters

patent for this description (Killefer patent 1,619,208,

Spec, p. 3, lines 5-8; and Spec, p. 1, lines 11-14). The

sole function of the member 44 of the Killefer patent is

thus defined as a means for holding the rear gangs in the

same relative horizontal plane. This is the same function

as performed by the member 36 of the Waterman patent.

The rear hold-down bar 44 of the Killefer harrow, and

the rear hold-down bar 36 of the Waterman patent, do

not move relative to the hitch structures. These hold-

down bars, 36 or 44, are not frames. They do not move

in relation to a forward frame.

It will be evident, therefore, that the rule that that

wdiich if later infringes, if earlier anticipates, clearly

applies in this cdse. If the Killefer structure, as disclosed

by the Killefer patent, infringes the Warne patent in suit

or any of the claims of that patent, these claims must also

be infringed bv the structure shown in the W^aterman
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patent, Def's Ex. F-21. The Waterman patent, being an

earlier patent, therefore anticipates rather than infringes.

The facts herein stated in regard to the function, con-

struction and mode of operation of the Waterman patent,

stand uncontradicted by plaintiff. The only evidence on

this question is the testimony of defendant's expert W. A.

Doble, Jr., and the findings of the Special Master thereon

and upon the operation of the Waterman harrow as de-

monstrated. [R. 63-65; 66, 67, 71, 72, 7Z, 78, 81, tes-

timony of W. A. Doble, Jr., and R. 245-246; 250, and 252,

report of Special Master.]

"It has been previously
,

pointed out that the use of

the draft force to angle the gangs of a harrow is not

new and that the particular arrangement of gangs
and draft means used by defendants have been used
in prior structures such as the Waterman harrow."

[Report of Special Master—R. 252.]

Therefore, prior to Warne's alleged invention it was

old:

( 1 ) to connect four gangs of discs to form a
double disc harrow where two of the gangs of

discs trailed or were in tandem position. This
was the old double disc harrow;

(2) to employ a rigid hitch, having one member
relatively fixed, and another member, rela-

tively movable, which operated through the

relatively movable member to cause the draft

force of the team or tractor to angle the gangs
into or out of working position;

(3) in four-gang harrows, to automatically shift

the gangs of discs with the tractive force to

shift the four gangs into relatively opposite

positions.

The patent office so found in the Interference No.

43,841 with respect to the broad combination as defined
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by the count of that interference, in tlie correctness of

which hol(h"ii,L; i)laiiUirf acquiesced, and are estopped from

now (hsputint;-, 'Jlie special master so found from the

demonstration of the Waterman harrow
[
R. 245-6]. In

tlic Killefer harrow, tlie operation of the rear ]jair of

gangs of discs is independent of the "improved draft

appHance". If any of the claims of the Warne ])atent

in suit be c(jnstrued to cover the Killefer harrow, they

are invalid as involving" a mere selection and aggregation

of elements old in the same art which in their new posi-

tion of the selection made by Warne do not functitm in

any manner different, or perform any result different,

from the manner of their operation or the result wliich

they produced in their position from which they were

selected by Warne.

The facts of this case are clearly within the doctrine

laid down by this Court in Ray z'. Buutiiig Iron Works,

supra, and by the United States Supreme Court in Rail-

zvay Co. v. Saylcs, supra. The selection made by Warne

was also the selection which was at the same time made

by other engineers in the same art,—using only their

ordinary mechanical skill, as did Warne,—and this selec-

tion having been made simultaneously by all at the time

it was desired, shows that invention was not involved,

but that the product was only of ordinary mechanical or

engineering skill and not of inventive genius, within the

rule laid down in Concrete Appliance Co. ct al. r. Gom-

cry et al., 269 U. S. 177, supra.

Therefore, defendants submit that if any of the claims

of the W^arne patent in suit are valid, they must be con-

strued as the special master construed them, and limited
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to the independent control of the four gangs of the har-

row,—not found in the Killefer harrow.

In Plaintiff's Opening Brief, p. 25, is found a title,

—

"The Features Of The Warne Invention In Issue". There

are four of these alleged or so-called prominent distin-

guishing or distinctive features. The first of these is ex-

pressed as follows:

—

"The most prominent distinguishing feature of the

Warne invention is the presence of means capable

of transmitting force derived from the movements
of the tractor simultaneously to the front and rear

gangs of disks in such manner as to impart the

same degree of angular movement to each of the

gangs."

This "most prominent distinguishing feature" was not

novel and was not Warne's invention. On the contrary,

the patent office held, in said Interference No. 43,841,

that this was old and anticipated, and plaintiff acquiesced

in such holding. It is clear that, as heretofore pointed

out, several of the prior patents show both front and

rear gangs of discs with means capable of transmitting

force derived from the draft power simultaneously to the

front and rear gangs of discs, and in such manner as

to impart the same degree of angular movement to each

of the gangs. It is to be noted in this connection that

none of the claims declared upon make the "same degree

of angular movement" of each of the gangs a part of the

claim.

Plaintiff's Brief says (p. 26) :

—

"2. Another important distinctive feature of the

Warne invention is the presence, in addition to the

foregoing feature, of a positive connection of the

tractor to a device forming part of the movable
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firaft means, and such as the shdin^ head 18, for

transmitting movement of the tractor positively to

the Ranjji's and convertinij^ that movement into a

gang- anghng force, irrespective of bodily or trans-

lative movement of the harrow as a whole, whereby
gang movement is effected indei)endent]y of soil

resistance."

In the first place, this is ncjt a part of any one of the

claims in issue. No mechanical means are called for

which require the gang movement to be effected inde-

pendently of soil resistance and, moreover, this is a

physical impossibility. But if plaintiff's assertion is ac-

cepted, and this alleged feature is read into any of the

claims, such reading thereof thereinto immediately deter-

mines non-infringement by the Killefer structure. Fur-

thermore, the use of the sliding head and its co-related

elements, forming the lost motion device of the Warne

patent in suit, necessarily implies a mode of operation in

which there must be first a backing up and then a pulling

forward in order to move from parallel or non-working

of the gangs of discs to angled position. Again non-

infringement is demonstrated.

Plaintiff further proceeds:

—

"3. Another important feature is the combination

with either of the foregoing features, of means for

varying the angles to which the gangs may be ad-

justed."

Tn the first place, there is no comparability of the means

provided by Warne for this purpose, with any mechanical

devices or means provided for the purpose in the Killefer

harrow. In the Warne device, such ''means for varying

the angle to which the gangs may be adjusted" necessarily

includes, and the operation specified is dependent upon,
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the lost motion mechanism consisting of the sHding head

18, slot 19a, etc., and is dependent for its operation either

upon the manual setting of the wheel 22 or the previous

backing of Warne's "improved draft appliance'' before

the gangs are moved to angled position. There is noth-

ing comparable to these mechanical devices or features or

to this mode of operation in the Killefer device, which

works upon a different principle. And, furthermore,

every double disc harrow old prior to Warne's invention

included some means, as did the single disc harrows, for

effecting such a relative angular adjustment.

The fourth of the "four features" which on p. 26 of

Appellant's Br. are stated to "constitute the subject-mat-

ter of the issues in the present interference", is stated as

follows :

—

"4. A further distinctive feature of the Warne
invention is the presence of means associated with

gang angling means and controllable from a point

removed from the harrow whereby the draft force

of the tractor may be availed to adjust the gangs
from the operator's station on the tractor."

This so-called feature is the moving of the operator's

seat from off the harrow itself to the tractor. As found

by the special master, the moving of the seat from the

harrow to the tractor, and the change that it required

in the form of ratchet, could be made by the use of

ordinary mechanical skill.

—

"The Waterman harrow was built for use with

horses for draft means, as the location of the driv-

er's seat and hand levers indicates. It is evident that

changes in the location of the levers or in the form
of the ratchet to adapt it to tractor operation could

be made by use of ordinary mechanical skill."

[Report of Special Master—R. 246.]
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It is to he noted that no one of the claims (Appellant's

Br., \)\). S-7 ) makes any such "distinctive feature" an

element of the claim. If, forsooth, this statement be

predicated upon claim 46, it is to he ncjted that this claim

calls for only :

—

( 1 ) "front and rear units,"

(2) "angularly adjustable disk gangs on said

units,"

(3) "means to which power is adapted to be ap-

applied for advancing said harrow, and

(4) "means operatively related to said first men-
tioned means and to said gangs and control-

lable from a distance, whereby the draft power
may be utilized to adjust the angles of said

gangs."

On page 27 of Ai)i)ellant's Brief it is stated that this

refers to the ratchet 22a and pawl 27 and lever 28,

operable from the operator's position on the tractor to

control the functions of such organizations in the angling

of the gangs. But the Killefer device contains no such

ratchet 22a or pawl 27 or lever 28, and if the claim be

read as specifying such means, then there clearly is no

infringement. As we have heretofore pointed out. the

mode of operation and principle of organization of the

Killefer device is separate and distinct even in this par-

ticular. In the Waterman harrow, the hand-levers 25,

which carry the pawl of the ratchet 8, were demonstrated

to be well within the reach of the tractor operator from

his seat ui)on the tractor.

—

"At the demonstration when the Vings' marked on
Exhibit G-2 were removed, when the operator re-

leased the thumb catch on the levers releasing the

locking means the draft force both angled and re-

turned the gangs to their parallel position."

[Testimonv of \V. A. Doble. Jr.,

R. 80.]
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Clearly, the extension of any lever or any of the rigid

drafts of the prior art patents to where it may be operated

from the seat of the tractor, does not involve invention.

Lever systems for controlling means at remote points is

a most common expedient used in all arts. The hand-

throttle and foot-throttle (accelerator) of an ordinary

automobile demonstrates the daily use of two forms of

such lever systems and of distant control. This claim is

the simplest example of the mere exercise of ordinary

skill of a mechanic. It is to be noted in this connection

that this claim 46 does not attempt to predicate the al-

leged invention upon either of the three preceding "im-

portant features" pointed out by appellant. This claim

does not involve as specific elements thereof the rela-

tively longitudinally fixed and movable draft connec-

tions flexibly connected to the inner and intermediate por-

tions of the front and rear pair of gangs. It is thus

seen that this claim 46 is merely a claim upon the old and

common form of wheel-and-ratchet remote control found

from time immemorial on every freight-car, and utilized

in varying forms in every art, and particularly in the

agricultural implement art. The court is not justified

in reading into this claim elements which are not thereby

specified, and the claim is anticipated and rendered void

upon reference to any one of the several harrows which

consist of front and rear units with angularly adjustable

disc gangs on said units, of which there are many ex-

amples in the record, and in which there are provided

some means to which the powder is adapted to be applied

for advancing the harrow. This is not necessarily a

steam- or internal combustion gasoline-driven prime-

mover,—it may be animal power, so far as the claim
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expresses. The only additional element is means opera-

tively related to said ])()vver means and to said gangs and

controllable from a distance. There is nothing new in

this. The claim is clearly anticipated in terms and in

substance.

Chief Justice Taft, while Circuit Judge and speaking

for the Circuit Court of Appeals of the Sixth Circuit, in

Frederick R. Stearns & Co. ?-. Russell, 85 V^i\. 218,

224, says:

—

"To imply as elements of a claim parts not named
therein for the purpose of limiting its scope, so that

it may be accorded novelty, is contrary to a well-

settled rule of the patent law. It was proi)osed to

limit a claim thus in McCarty v. Railroad Co., 160

U. S. 110, 116, 16 Sup. Ct. 240. The patent there

under consideration was for a car truck bolster. Mr.
Justice Brown, in delivering judgment for the su-

preme court, said (page 116):

*' 'There is no suggestion in either of these claims

that the ends of the bolster rest upon springs in the

side trusses, although they are described in the

specification and exhibited in the drawings. It is

suggested, however, that this feature may be read

into the claims for the purpose of sustaining the

patent. While this may be done with a view of

showing the connection in which a device is used,

and proving that it is an operative device, we know
of no principle of law which would authorize us to

read into a claim an element which is not present,

for the purjiose of making out a case of novelty or

infringement. The difficulty is that if we once be-

gin to include elements not mentioned in the claim

in order to limit such claim, and avoid a defense of

anticipation, we should never know where to stop.

If, for example, a prior de\ice were produced ex-

hibiting the combination of these claims plus the

springs, the patentee might insist upon reading some

other element into the claims, such, for instance.
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as the side frames and all the other operative por-

tions of the mechanism constituting the car truck,

to prove that the prior device was not an anticipa-

tion. It might also require us to read into the fourth

claim the flanges and pillars described in the third.

This doctrine is too obviously untenable to require

argument."

As said by the Circuit Court of Appeals of the Sixth

Circuit in Proitdfit Loose Leaf Co. et al. v. Kalamazoo

Loose Leaf Co. et al, 230 Fed. 120, 140:—

"We think to so construe the claim would violate

the general rule which forbids writing an element

into a claim for the purpose of narrowing it, and

thus making it valid as against objection that it is

too broad in view of the prior art. McCarty v. Rail-

road Co., 160 U. S. 110, 116, 16 Sup. Ct. 240, 40

L. Ed. 358; Scaife v. Falls City Woolen Mills Co.

(C. C. A. 6), 209 Fed. 210, 213, 126 C. C. A. 304;

Natl. Cash Register Co. v. Gratigny (C. C. A. 6),

213 Fed. 463, 467, 130 C. C. A. 109; Veneer Mach.

Co. V. G. R. Chair Co., 227 Fed. 419, decided by this

court November 2, 1915."

As said in Great Western Mfg. Co. z'. Lozve, 13 Fed.

(2d) 880, at 884, in applying this rule that a patentee

is bound by his claims as written, and the court cannot

read limitations into them to save them from anticipa-

tion :

—

"If an inventor were permitted to obtain broad

claims, and thereafter write in such limitations as

are necessary to avoid the prior art, but still cover

an alleged infringing structure, the public would never

be certain as to the meaning of a claim, and endless

confusion and litigation would result."
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The Special Master's and the District Court's Inter-

pretation of the Claims in Issue.

Apl)ellant'.s Uricf eliminates from the issue before this

Court all claims excei)t claims 1, 2, 5, 23, 24, 26, 29, 31

and 46, although plaintiff in the court below relied upon

practically all of the claims of the j)atent in suit. ApjK-l-

lant's Hrief criticizes the special master severely for so in-

terpreting the above claims as to render them valid over the

prior art patents relied upon by defendants. Defendants

submit that it is not proper to read into a claim limitations

which are not expressed therein. The special master and

the district court, in concluding that the claims of the

Warne patent were valid, did so solely by interpretation

of the terms of the claims, and after the special master

and the court below had determined the limit of the ad-

vance or invention which could be attributed to Warne.

As it is at all times proper to do, the special master and

the district court, from an examination of the evidence,

determined what advance or contribution, if any, Warne

had made to the art. They first endeavored to define the

extent or nature of the invention attributable to Warne.

This is clearly evidenced in the report of the special

master, where he states :

—

"The range of equivalents to which the patent is

entitled depends upon the scope of the invention. The

range of equivalents to be allowed cannot be extended

to cover means which have clear antecedents in the

prior patented art." [R. 251-2.]

This manner of procedure in determining the question

of infringement is recognized to be the proper test to be

applied. As said by the United States Supreme Court in
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Continental Paper Bag Co. v. Eastern Paper Bag Co.,

210 U. S. 405:—

''The rang-e of equivalents depends upon the extent

and nature of the invention."

The special master found that there was no great

degree of ingenuity or inventive genius involved in the

bringing together of a four-gang double disc harrow of a

type then common in the art and a draft hitch used in the

same art to perform the same function of angling the

gangs by draft force, and that if invention was disclosed

in the Warne patent, it was limited to his precise form

of miitary control means where each gang was indepen-

dently connected to the control means so that each gang

is caused to independently assume its working angle.

—

"However, Warne is an improvement over Water-
man. Warne applies the draft power for angling

directly to each gang, his interlocking of the movable
and fixed members does away with levers and his

releasing means is more readily handled by the oper-

ator." [Report of Special Master—R. 246.]

The special master and the district court clearly there-

fore did not err in their application of the law when inter-

preting the claims by the rule of mechanical equivalency of

the respective elements. And in concluding that the de-

fendant's structure, which does not include the unitary con-

trol means for separately and independently angling the

gangs of the harrow, but which includes a dependent form

of operating structure wherein the rear pair of gangs are

caused to angle by the angling of the forward pair of

gangs, does not infringe the Warne patent in suit.

It is obvious that the special master applied the most

favorable rule for appellant. If, on the contrary, we look
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at the- elements and adjud^a' mechanical equivalency, read-

inj^^ the claims as expressed in terms, each of the respective

claims is clearly anticipated. In fact, it is very doubtful

whether the special master or the district court was justi-

fied in so interpreting any one of these claims, for in

reality s(j to do was to read thereinto mechanical means

as elements which are not expressed in the claims to avoid

anticipation, which is condemned as unlawful in the

decision of Chief Justice Taft in Frederick R. Stearns fr

Co. V. Russell, supra; the decision of the Court of A])peals

of the Sixth Circuit in Proudfit Loose Leaf Co. et al. :>.

Kalamazoo Loose Leaf Co. et al., supra, and Great West-

ern Mfg. Co. 7'. Lozve, supra.

As said by the Court of Appeals, Sixth Circuit, in Cin-

cinnati Cadillac Co. v. English & Mcrsick Co., 18 Fed.

(2d) 542:—

"It is manifestly true that the courts are without

power to enlarge or restrict a claim, for the purpose

of making out a case of validity or infringement.

Proudfit Loose Leaf Co. v. Kalamazoo Loose Leaf
Co. (6 C. C. A.), 230 F. 120; McCartv v. Lehigh
Valley Railroad Co., 160 U. S. 110, 16 S. Ct. 240,

40 L. Ed. 358; United States Repair, etc., Co. v.

Asphalt Co., 183 U. S. 591, 22 S. Ct. ^7, 46 L. Ed.
342."

As said by the Court of Appeals, Sixth Circuit, in

National Cash Register Co. v. Gratigny. 213 Fed. 463, at

467:—

"Unless, therefore, as complainant contends should

be done, the provision referred to can be read into

the claim as one of its elements, it is too broad to be

valid. We think the case is within the general rule

that an element should not be read into a claim for

the purpose of narrowing it, and thus making it
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valid as against an objection that it is too broad in

view of the prior art. McCarty v. Railroad Co., 160

U. S. 110, 116, 16 Sup. Ct. 240, 40 L. Ed. 358;
Stearns & Co. v. Russell (C. C. A. 6th Cir. ) 85
Fed. 218, 224, 29 C. C. A. 121; Scaife v. Falls City

Woolen Mills Co. (C. C. A. 6th Cir.) 209 Fed. 210,

213, 126 C. C A. 304."

The Circuit Court of Appeals for the Seventh Circuit,

in H. Mueller Mfg. Co. v. Glauber, 184 Fed. 609, at 614,

applies this rule, saying:

—

"That the specification may not be read into a

claim for the purpose of changing it, or to escape

anticipation, or establish infringement, is settled be-

yond question by the authorities. Westinghouse v.

Boyden Power Brake Co., 170 U. S. 537, 18 Sup.

Ct. 707, 42 L. Ed. 1136; Gen. Sub-Construction Co.

V. Netcher et al. (C. C.) 167 Fed. 549 (affirmed at

the October session of this court)."

But the special master and the district court having

found the limit of the advance attributable to Warne over

the prior art interpreted the claims in a manner necessary

to distinguish the claims from the prior art. In this way

the special master and the district court followed the

decision relied upon in Appellant's Brief, p. 51, of Suiok-

ador Mfg. Co. v. Tubular Products Co., 27 Fed. (2d)

948, 950, where the court said:

—

"* * * this limitation should not be read into

the claims, except zvhere such narrow interpretation

is necessary to distinguish the claims from the prior

art.''

However, therefore, this action of the special master

and district court be viewed, it is obvious it was as favor-

able to appellant as possible, under the facts of the instant

case.
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Claim 1.

The clciims of the Wanie i)cilent relied upon are defined

as to scope by the file wrapper [Pl'ffs Ex. 10; R. 110-

219 1 . ^rhe ai^reement reached between the examiner of

the patent office and Warne clearly limits these claims as

(k'fmins^- a structure in which the "improved draft appli-

ance" is directly and independently connected t(; the four

indivifhial gauges. The connecting means are direct con-

nections from the hitch of each individual gang. Tlie

draft force acts independently through these connections

to each individual gang of discs. The action of each gang

of discs is therefore independent of the action of each

of the other individual gangs.

Claim 1 defines this agreed scope as:

—

"relatively longtitudinally fixed and movable draft

connections flexibly connected to the inner and inter-

mediate positions of said front and rear gangs,".

Claim 1 further defines a single means, connected with

the movable connections thus defined, for angularly ad-

justing the gangs. The single means connected with the

movable connection of the Warne patent is the movable

element of the hitch, or head 18. The clevis 20 and the

draft head 18 constitute this means. The draft block or

head 18 is connected by the movable members 29 to the

front gangs of discs. The head 18 is connected by the

members 30 to the rear gangs of discs. As stated in the

filewrapper, [Pl'fifs Ex. 10, Amendment "C", Paper 7

—

R., bot. of p. 150]:—

"Claim 1 sets forth the specific arrangeuicnt and
connection of the fixed and movable draft members
with the inner and intermediate positions of the

gangs, whereby the latter are adjusted."
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This agreement was reached between Warne and the

patent office examiner after the Waterman patent (Def's

Ex. F-1) had been cited. [File-wrapper, Pl'fifs Ex. 10,

Paper No. 7—R. 146-7.] This distinction was necessary,

and is not a case of Warne claiming less than his sup-

posed invention. Without this agreement between the

examiner and Warne, claim 1 does not differentiate even

in terms from the disclosure of the Waterman patent.

The Waterman patent discloses each element of this

claim.

Claim 1 calls for

(a) "tillage gangs arranged in front and rear pairs."

In Warne these are the front disc gangs 4 and
the rear disc gangs 11.

In Waterman these are the front and rear

pairs of gangs of discs 12.

(b) relatively longitudinally fixed and movable draft

connections flexibly connected to the inner and
intermediate portions of said front and rear

pairs of gangs.

In the Warne patent these are:— The fixed

connections 5, 7 and 8, and 16. The movable
connections 29 and 30. The connections 29 and
30 are relatively longitudinally movable. The
longitudinally movable draft bars 29 and 30 are

fiexibly connected to the draft block 18. The
movement of the draft block 18 moves the bars

29 and 30 longitudinally.

The Waterman patent (Defendants' Exhibit

F-21) discloses the relatively fixed connections

5 and 7 and the relatively longitudinally movable
connections 27. These are secured to the inner

and intermediate portions of the front gangs of

discs only.

The Waterman patent (Defendants' Exhibit

F-21) discloses a relatively longitudinally fixed
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draft connection 30 flexibly connected to the pole

1, :ind connected to the rear ^^'in^^s at the i)ivots

14. The bars 32 are relatively lon^ntudinally

fixed in the same respect as the bars 30 of

Warne. The bars 32 are pivotally connected at

their opposed ends by pivots 14 to the rear gan^^s

of discs and by pivcjt bolts positioned in any

desired hole 34 of the brackets 33 mounted on

the front gangs of discs. The bars 32 of Water-

man are not i)ivotally connected to a" head or

block 18, like the bars 30 of the Warne patent

are. The bars 32 of Waterman connect between

the front and rear gangs and render the gangs

dependent in operation. In Warne the bars 30

connect to the head or block 18 of the hitch and

connect each rear gang independently to the

hitch block 18.

The connections 30 of Warne span the front

gangs. The connections 32 of Waterman de-

pendently connect the front and rear gangs.

(c) Means for actuating the movable connections by

forward draft of the implement for angularly

adjusting the gangs.

In the Warne patent this means is the head

block 18 which is connected by the clevis 20 to

the draft implement. This means, (the head

18,) is secured to and actuates both the longi-

tudinally movable connections 29 to the front

gangs and the longitudinally movable connec-

iions 30 to the rear gangs.

In the Waterman patent there is no single

means connected to the longitudinally movable

draft connections 27 and 31. This is. however,

like in the Killefer structure, wherein the mov-

able draft connections are connected only to the

front pair of gangs. There is in Waterman or

Killefer no direct spanning and independent con-

nection from the front draft head or pole to the

rear gangs. The connection 32 in Waterman,

like tiie connection 45 in the Killefer harrow, is

connected dependently between the gangs.



—108—

If the Killefer harrow of the Killefer patent

1,619,208 inckides the element (c) of claim 1,

the same element is found in Waterman, and
claim 1 is anticipated.

If claim 1 is not invalid as anticipated by
Waterman, it is not infringed by defendants'

structure.

Not only was such limitation necessarily imposed by

the prior art, to avoid anticipation, but the adjudication

of the patent office was so acquiesced in by Warne, and

plaintiff is now estopped from contending otherwise.

(Lorraine v. Townsend, 290 Fed. 54—C. C. A. 9.)

Claim 29.

Claim 29 does riot differ from claim 1 by the inclusion

of any elements not called for by claim 1, and is antici-

pated by the Waterman patent in the same manner. This

claim, like claim 1, is by its terms limited to a construction

wherein the gangs of discs are independently connected

to the draft head 18 to enable each gang to operate inde-

pendently.

Claim 29 calls for "means for adjusting the movable

draft connections through the movements of the tractor

relative to the implement for moving said gangs in vari-

able relative angular positions to each other." [R. 339.]

Unless it is considered that the means defined by the above

limitation of claim 29 include the means which are con-

nected to the rear gangs of discs, there are no means

defined in claim 29 for effecting the angular relation of

the rear gangs. The single means called for by this

claim, for adjusting the movable and all of the movable

draft connections is the draft head 18, and its ancillarv
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])arts, and the iiKwablc draft connections are tlic connec-

tions, 29,29 and 30,30, which indejicndently connect all

the f,''ang-s of discs with the htad 18. As the special

master and the district C(jurt found:

—

"For the reasons stated above, the master concludes

that the draft connections used by the defendants are

not the equivalent of the draft means for accomplish-

ing the same result in the patent in suit, and the first

and second .groups of claims, Nos. 1, 23, 24 , . .

26 ..." 29 ... 31 ... 2 ... 5

. . . are not infringed." [R. 252—Report of

Special Master.]

As set forth by appellant on p. 66 of its Opening Brief,

this claim defines the direct draft-operated tandem disc

harrow. This is as found by the special master, and

"direct", as utilized, means the direct connecting of eacli

of the four gangs of discs independently with the "im-

proved draft appliance" as disclosed in the W'arne patent

in suit.

In the comparison between claim 29 of the W'arne

patent and the Killefer harrow, as set forth on p. 66 of

Appellant's Brief, it is stated that the means (as above

quoted) of claim 29 is found in the Killefer harrow in

the draft connections 23, 24 and 39, which are connected

to the movable draft connections and controllable as to

the degree desired by parts 26, 29, 30, 31 and 48, which

movable draft device is movable by moving the tractor

with relation to the harrow. This means, as set forth by

appellant, has no connection whatsoever with the rear

gangs of discs, and if considered as a means operating

only the front pair of gangs of discs 1 and 1 of the

Killefer harrow, it corresponds in principle, function and

mode of operation with the same rigid draft means as
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disclosed in the patents to Clark (Def's Ex. F-5), Bramer

& Crowley (Def's Ex's F-1 and F-2), and others. As

set forth in this comparison, the connections called for

by the "relatively fixed and movable draft connections"

of claim 29 are in the Warne patent the fixed connections

5, 8 and 16 and the movable connections 29 and 30. These

connections connect with the single means called for in

claim 29, and independently vv^ith each of the four gangs

of discs. The connections set forth, as found in the

Killefer harrow, include the connections 17, 13, 41, 43

and 42, and the connections 21 and 45. These connections

do not connect with any member equivalent to the head

18 found in the Warne patent. They do not connect with

any element equivalent to the frame 1,2 of the Warne

patent. The connections in the Killefer harrow are so

connected with the rigid draft device of the Killefer

harrow that the front pair of gangs of discs, in being

angled by the rigid draft device, cause the rear pair of

gangs 2,2 to angle. There is not found in the Killefer

harrow "such direct transmission of tractor movements"

(Appellant's Brief, p. 66) as is claimed to be the dis-

tinction of this claim 29 over the prior art. The direct

transmission of tractor movements in the Warne harrow

is through the independent connections to each gang. In

the Killefer harrow there can be no such direct trans-

mission of the tractor movements or power as the gangs

are dependently coupled together. If the members 45 of

the Killefer harrow w^ere connected directly to the rigid

draft from the rear gangs, as called for by this claim 29,

the gangs of discs would not angle properly, but the rear

gangs of discs, instead of being oppositely angled from

the forward gangs of discs, as illustrated in Fig. 1 of
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the Killefer i)atcnt |
K. 345], would be angeled in the ^aine

direction as the forward j^^an^^s of discs, and the imple-

ment would not perftjrm the useful results of a double

tandem disc harrow.

Claim 2.

Claim 2 of the Warne i)atent includes the limitation of

"tandem frame units" and "relatively adjustable draft

means . . . for adjusting the relative positions of said

frame units."

In the Warne ])atent the tandem frame units consist

of the transverse bar 1 and the curved frame member 2,

and the sub-pole 3. The rear tandem frame unit is the

"rear harrow frame 13." These two tandem frame units

are relatively adjustable to and from each other, in accord-

ance with the Warne disclosure, for the i)urpose of caus-

ing the gangs to shift to and from their relative adjusted

angular positions. The shifting of these two frame units

to and from each other causes the gangs to assume the

different adjusted angular relations.

The use of tandem frame units is particularly illustrated

by the Niesz Patent | Def 's Ex. F-10, R. 438]. In this

patent, the frame units consist of the forward tandem

frame unit consisting of the bars 2, 4-a, and the pole 1.

The rear tandem frame unit of the Niesz patent consists

of the bars 14 and 17. The frame units are pivotally

secured to the gangs of discs at points intermediate the

ends of the gangs of discs, in both the Warne patent and

the Niesz patent. The gangs pivot around the pivot points

of connection of the gangs of the tandem frame units in

each structure.
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Claim 2, therefore, differs from claim 1 only in the

inclusion in the combination of tandem frame units which

were old in the art prior to the alleged invention of Warne

as disclosed in the patent in suit. The tandem frames as

used in the ])rior art, prior to Warne's asserted invention

of the patent in suit, function in exactly the same manner,

to perform the same results, as in the patent in suit. The

only difference between the Warne patent in suit and the

Warne patent, Def's Ex. F-23, resides in the particular

and exact construction of hitch mechanism disclosed in the

Warne patent in suit, and in the fact that the front and

rear frames move toward and away from each other. It

is, therefore, evident that Warne did not invent a com-

plete harrow, but merely invented (as he asserts) an

"improved draft appliance" or hitch.

Claim 2 is invalid because it does not define a novel

combination of elements by which a new result is secured.

The only distinction between the Warne patent in suit

and the prior Warne patent, Def's Ex. F-23, lies in the

particular form of "improved draft appliance" disclosed

in the Warne patent in suit. Claim 2 is drawn to an old

combination of elements, or to what is commonly referred

to as an "exhausted combination." Each of the elements

defined by claim 2 is found in the same art, performing

the same results, and all that Warne did was to provide

a specific hitch differing in slight details of construction

from that theretofore utilized in the same art for the

same purpose. If Warne made an improvement, it is

necessarily confined to the exact form of hitch he dis-

closes in the patent in suit.
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The Waterman patent shows a forward frame consist-

ing of the elements 1 and 2 and a rear frame 13. The

respeetive j^an.L^s of discs formin.^^^ the double disc harrow

are pivotally secured to these frames, it is true that the

frame members of Waterman are not adjusted toward

each other to cause the jL^anj^s of discs to shift to different

anj>"ular relations. It is also true that there is no structure

in the Killefer patent which could constitute a frame for

the rear pair of Rant^s which is moved forwardly in rela-

tion to a frame sup])ortinj;' the forward jjair of K^ngs

and which causes the respective gangs to move to their

desired angular relations. Elach element of claim 2 was

old in the art, and i)erforms its same function in the art,

as it ])erforms in the asserted combination defined b}- this

claim 2. Warne merely selected from the old art elements

which were old and in common use for many years and

placed these elements in the structure defined by claim 2.

No new result and no new mode of operation was pro-

duced by this aggregation of old elements. This is not

invention. Warne did not invent a new harrow. The only

thing wdiich he changed in any degree was the draft hitch,

which he connected directly to the old form of double disc

harrow, and the draft hitch itself, when added to the old

form of double disc harrow, performed no new result not

accomplished by the same draft hitch when connected with

a single disc harrow. These claims, asserted to be drawn

to the combination of the hitch and the disc gangs, are

invalid. If the Warne patent discloses a novel invention,

such invention can be found only in the specific "improved

draft appliance."
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In Backstay Machine & Leather Co. v. Zenite Metal Co.,

293 Fed. 23, at 24, the Court of Appeals for the Seventh

Circuit said:

—

"With the conchision reached as to claims 3 and

4 of the device patent we are likewise in accord.

Whatever of novelty there is resides wholly in the

welt itself. There is not the suggestion of a new or

different result flowing from the combination of this

welt with the article to which it is attached. Any one

of numerous welts long in the art could be employed

where this one is used, and when applied the com-
bined result would be the same. Whatever difference

there is between this and the other welts would be

wholly in the welt itself, whereby in this it is more
readily applied, and the tack or other fastening means

more simply and effectually concealed."

There is no new result accomplished by the connecting

of the old form of hitch for the automatic angling of the

gangs to and from angled position with the old form of

double disc harrow. As said by the Court of Appeals of

the Third Circuit in Langan v. Warren Axe & Tool Co.,

184 Fed. 720, at 721, this does not define a patentable

combination.

—

"The Circuit Court found the patent void and
decreed that the bill be dismissed. See opinion, 181

Fed. 143. In that opinion we concur. Not only is

the claim for a combination foreign to what is set

forth in the specification, but there is no new coAction

or co-operation of the elements of the combination.

The grab-hooks and draft appliance of the patent, in

combination, coact as grab-hooks and draft appliances

have always done. The grab-hook of the patent, by
reason of its peculiar construction and form, is very
probably an improvement of no little utility. But the

patentee cannot, merely because of that fact, have a
patent for a combination which shall have, as one of
its elements, a pair of such grab-hooks. He did not
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invent the combination. He invented, if he invented

anything, an improved ^^rab-hook. Indeed, this is

conceded by the patentee's counsel, and he arp^ues that

because the jjatent examiner, when the original claims

were before him, said 'claim 6 is incomplete without

the links, and the eye in the end of the shank is use-

less without the other elements,' the claim as it now
stands should be construed as one describing, as the

real invention, a si)ecific form of jj^rab-hocjk. Mani-

festly, we cannot so construe it. The claim is for a

combination of grab-hooks, of a ijeculiar form, and

a draft device. We are not at liberty to distort its

plain language. It may be, as the patentee's counsel

declares, that the criticisms of the examiner led to

the present form of the claim. But if the examiner's

criticisms were unsound, the ])atentee could have had
them reviewed by an appropriate appeal. This is not

a case where there was a mere change of i)hraseology

to suit the views of an examiner. The structure of

the claim was remodeled in a fundamental respect. It

was changed from a claim for an improved grab-hook
to a claim for a combination of an improved grab-
hook and a draft device. We are therefore com])elled

to read the claim as one for a combination, and not

for an imi:)roved grab-hook. So read, it is clear that

there is no error in the decree of the Circuit Court."

In Bullock Electric Mfg. Co. z'. General Electric Co.,

149 Fed. 409, at 420, the Circuit Court of Appeals for

the Sixth Circuit held:

—

"Among the facts it appears that all the features
of the means proposed by Reist were to be found in

earlier patents and that what he did was no more
than selecting from them parts which in his combi-
nations performed essentially the same functions as
they did in the organizations from which they had
been taken. Wc have often held that there is no
invention in this, and such is the rule recognized bv
the Supreme Court. W^e refer to a few of our own
decisions: Goodvear Tire & Rubber Co v Rubber
Tire Wheel Co., 116 Fed. 363, 369, 53 C. C A ^83-
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Burnham v. Union Mfg. Co., 110 Fed. 765, 770, 49

C. C. A. 163; Overweight Counterbalance Elevator

Co. V. Henrv Voght Machine Co., 102 Fed. 757, 761,

43 C. C. A. 80; Campbell Printing Press & Mfg. Co.

V. Duplex Printing Press Co., 101 Fed. 282, 294, 41

C. C. A. 351. There is a recognized exception to this

rule, or rather counterpart of it, when in the new
combination a new mode of operation is effected

which joroduces an original result, as we said in

Dowagiac Mfg. Co. v. Superior Drill Co., 115 Fed.

886, 901, 53 C. C. A. 36. But this must be some-

thing novel in principle, and not a combination oper-

ating upon a principle zvhich zvas common to the old

machines from zvhich the elements zvere taken, as in

the case at bar." (Italics ours.)

To the same effect see:

Jacobs Mfg. Co. v. T. R. Almond Mfg. Co., 169

Fed. 134, at 139;

Hug V. Lakezji'ood Engineering Co., 7 Fed. (2d)
98, at 99—C. C. A. 6; ^

Keene, et al., v. Nezv Idea Spreader Co., 231 Fed.

701,at 708—C. C. A. 6;

/. L. Mott Iron Works v. Hoffman & Billings

Mfg. Co., 110 Fed. 772, at 775 (affirmed 120

Fed. 1019, C. C. A. 7).

In the case last cited, the Circuit Court of Appeals for

the Seventh Circuit, in affirming the decree of the district

court, said:

—

"The decree appealed from dismissed appellant's

bill for infringement of letters patent No. 449,880,

April 7, 1891, to Hammann, assignor, for supply con-

nection for basins and baths, on the ground that the

alleged invention exhibited a mere aggregation of old

devices and results, and not a patentable combination.

A careful consideration of the record and arguments
has satisfied us that the decree is right, and that the

learned and exhaustive opinion of the trial Court

(110 Fed, 772) states the reasons therefor with en-

tire adequacy. The decree is affirmed."
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The iiiaxininni that can he said for the disclosure of the

Warne jjalent in snit is that it discloses a very simple

invention in i)articiilar details of constructicm having to

do with a specific type of "improved draft api)liance" to

])e utiHzed in {h\^ old class of disc cultivator or harrow.

The i)alent in suit attempts, by uncertain and indefinite

language and terms in the claims, to cover mere results

and general functions, and not the specific form or con-

struction in which this invention (if any) in detail of con-

struction resides. The whole case comes within the de-

nunciation of the Supreme Court in Carlton z'. Bokee, 17

Wall. 463, 21 L. Ed. 517, from which we quote tlie 1st

Syllabus :

—

"This court reiterates its disapprobation of ingeni-

ous attempts to expand a simple invention of a dis-

tmct device into an all-embracing claim, calculated by

its wide generalizations and ambiguous language, to

discourage further invention in the same department

of industry, and to cover antecedent inventions."

As said in Kohlcr v. Clinc Electric Mfg. Co., 28 Fed.

(2d) 405, 406:—

"It is not the result, effect, or purpose to be ac-

complished which constitutes an invention, but the

mechanical means or instrumentalities by which the

object sought is to be attained. Patents cover the

means employed to eflfect results."

At p. 405 it is said:

—

"An invention, considered in itself, is neither an

end nor a combination of both means and end, but is

a means for the attainment of an end, and, as Mr.

Robinst)n says, 'though the idea of means cannot be

contemplated by the mind apart from the idea of end,

the end must be referred to only for the purpose of

more fullv comprehending the real nature of the

means employed."
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In Electrical Signal Co. v. Hall Railway Signal Co.,

114 U. S. 87, 29 L. Ed. 96, it was said:—

"The thing patented is the particular means de-

vised by the inventor by which that result is attained,

leaving it open to any other inventor to accomplish

the same result by other means."

If any invention exists in the Warne patent in suit,

over the crowded art, it is in details of construction, and

these details of construction are "the particular means de-

vised by the inventor" thus accentuated both by the Su-

preme Court and in the case cited. An application of

this rule of law to the case at bar emphasizes the narrow-

ness of the Warne invention and the invalidity of the

claims in suit, because of their nebulous and functional

and ambiguous character. They do not comply with

Section 4888 of the Reznscd Statutes, which requires that

the inventor,

'Tn case of a machine, he shall explain the prin-

ciple thereof, and the best mode in which he has con-

templated applying that principle, so as to distinguish

it from other inventions; and he shall particularly

point out and distinctly claim the part, improvement,

or combination which he claims as his invention or

discovery."

"It is as important to the public that competition

should not be repressed by worthless patents, as that

the patentee of a really valuable invention should be

protected." (Pope Mfg. Co. v. Gormully, 144 U. S.

224, at 234.)

Claim 5.

Claim 5, like claim 2, refers to the frame units 1,2

and 13 which carry the disc gangs, and the draft connec-
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tions between these frame, and the relation of the frames

to each otlier in adjusting the angle of the gangs.

Claim 5 is by these terms limited to "drawing tractive

force for angularly adjusting said frame units and gangs

relative to each other."

In the Warne i)atcnt in suit, |as will be ajjparent from

an inspection (jf Fig's 1 and 2 thereof— R. 326, 328], the

frames 1,2, and 13, when the gangs are moved from

parallel to angled position, are moved away from each

other. In tlie Killefer harrow there is no frame unit

comi)arable in any way with the frame units 1,2, and 13

of the Warne patent in suit.

As found by the special master :

—

''The Killefer harrow has no connection from the

draft device to the rear gangs. There is a connec-

tion between the inner ends of the front gangs and

outer ends of the rear gangs. For the reasons

stated above the master concludes that the draft

connections used by the defendants are not the

equivalent of the draft means for accomplishing the

same result in the patent in suit/'. [R. 252.]

Claim 23.

Claim 23 in terms is clearly anticipated, as it does not

specify any mechanical element absent from the com-

bination found by the law examiner to be old, in his

decision dissolving Interference No. 43,841 [R. 232-9],

to which we have heretofore adverted. See particularly

the paragraph near the bot. of p. 235, and the para-

graph commencing at the middle of p. 2^7, to which

reference has heretofore been made in this brief.
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Unless claim 23 can by interpolation be interpreted as

calling- for the direct and independent connections from

a draft means such as Warne's "improved draft appli-

ance" to the individual harrows or gangs so as to in-

dependently control the same, claim 23 is void in view

of this decision of the patent office, the acquiescence

therein by Warne, and the estoppel arising therefrom.

Unless claim 23 is so limited by interpolation, this claim

is broader than the claim involved in Interference No.

43,841, and therefore void. A comparison of claim 23

with the claim found by the law examiner to be un-

patentable [R. 234] shows that each specifies the same

elements. Claim 23 specifies, "a tillage implement," while

the rejected and cancelled claim specifies, "a cultivator."

Claim 23 specifies tandem tillage gangs. The claim

found by the law examiner to be anticipated is more

specific, narrower and more limited, in that it specifically

limits the combination to one embracing a front pair of

implement gangs and a rear pair of implement gangs,

limiting the tandem gangs to a pair of rear implement

gangs.

Claim 23 specifies "draft connections between said

gangs movable relative to each other through the draft

movement of the tractor for relatively adjusting said

gangs." The claim found by the law examiner to be

anticipated, in Interference No. 43,841, calls for "means

operative by the pulling of the draft device to shift the

inner ends of the gangs of the front pair and the inner

ends of the gangs of the rear pair relatively in opposite

directions."
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Thoru is certainly no difference in mechanical c^n-

slniction or mode of o])er.'ition between the elements called

for by claim 23 and the elements called for by the claim

so adjiidj^^ed by the law examiner to be anticipated in

Interference No. 43841. The elements of each of the

claims, (/. e., claim 23 and the claim in Interference No.

43,841), cooperate together in the same manner to pro-

duce the same results. If it be attempted to brcjadly

construe this claim, it is clearly rendered invalid, for the

same reasons as set forth by the law examiner in his

decision rendered in the motion to dissolve Interference

No. 43,841. If construed in its true limited scope, it is

not infringed.

The district court should have sustained defendants'

Exception to the master's report and held claim 23 void.

If the court is to reconstruct the claims, what are to be

the new metes and bounds of the restricted contract ( /. e.,

patent)? Clearly, it will not be the patent agreed upon

and allowed by the patent office, which is the tribunal

established by law for negotiating and granting patents.

This is the reason for the rule set forth in the decisions

of Chief Justice Taft and others, hereinbefore cited.

Claim 24.

Claim 24 falls with claim 23. Read as expressed, this

claim is anticipated by the same prior art. Interpreted

by limitation, it clearly is not infringed, because when

the necessary mechanical elements of W'arne are sub-

stituted for the broad, indefinite language of the claim, it

is then impossible to find mechanical equivalency in any

of the devices of the Killefer structure.
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Appellant's Brief, p. 72, ignores the distinctive me-

chanical principles and modes of operation of the elements

20-23, 17-26-30. As heretofore pointed out, the com-

binative relation of these devices is not comparable to

the combinative relation of the devices attempted to be

compared therewith in Warne by appellant. We do not

deem it necessary to repeat herein these details, but refer

Your Honors to the previous comparisons of the me-

chanical elements and of the principles and modes of

operation of the Warne and Killefer structures, herein-

before set forth (in parallel columns). The same com-

parisons readily point out the difference in combinative

relations, mechanical elements, and principles and modes

of operation of the elements of claims 26 and 31.

Claims 26 and 31.

Claims 26 and 31 are indefinite and do not comply with

Rez'ised Statutes, Sec. 48S6. If these claims are con-

sidered as defining a harrow, they define (1) front and

rear harrow units, and (2) relatively fixed and movable

draft connections to the front and rear units. They

define that the so-called fixed and movable connections are

connected to the single draft means or to the "movable

draft member." The combination defined in these claims

is therefore clearly not present in the Killefer harrow.

These, as found by the master and the district court,

define the independent coupling of the gangs by inde-

pendent operation with the draft head 18 and its moving

parts. The connections defined, if any, by these claims

are the connections 29,29, 30,30, 5,5, 8,8, and 16,16.

These claims are not infringed.
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Claim 46.

Wc submit lliat the s])ccial master was correct in

holdinjj;' that claim 46

"is directed to a means for anj^lin<^^ the ^anj^s in

combination with means ])rovided for controllinj:^

the anf^linj; action. The control means, as pre-

viously pointed out, is found in the wheel, ratchet,

and lost motion arrangement. Mach claim specifies

that the control means can be operated from a dis-

tance

—

i. e., by a tractor operator from the seat of

the tractor. It is difficult to see that any invention

is involved in ])lacinj4- the wheel and releasing lever

within reach of the driver. It is a matter of g^ood

design to locate controls in a handy position in all

of the structures examined in this case. This ap-

plies as well to the rope control used by defendants.

Every harrow has some means of contrc^lling the de-

gree of angle. Both Stoddard, Exhibit F-15, and

Waterman, Exhibit F, use a rack or ratchet and

pawl. The harrow of Bramer and Crowley (1881)
used a selective means wherein the operator manu-
ally placed a i)in in one of a series of holes. From
the abo\'e the master concludes that the control means
of the defendants is not equivalent to the control

means of the plaintiff's patent, and that Claims Nos.

3S, 45, and 40 are not infringed." [R. 2S2-S.]

Tn Appellant's Brief the statement is made (p. 76) :

—

"Among them are those manufactured by Interna-

tional Harvester Comi)any, plaintiff" here by substi-

tution, which has recently acquired the Warne patent

in suit for a very substantial consideration."

This same representation was made to the district court

by plaintiff, and it was argued before the district court

that the presumption of validity of the Warne i)atent

in suit was greatly strengthened by the acquisition of

the patent by the present plaintiff. But plaintiff failed

to point out to the district court, and neglects to point out
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to this Court, that the special master and the district

court, having- found the Warne patent in suit vahd, but

limited to a construction where each gang was indi-

vidually controlled and operated from a draft head 18

and lost motion device, etc., brought within the scope of

the Warne patent structures which were then being manu-

factured and had since prior to the date of issue of the

Warne patent in suit been manufactured by the Inter-

national Harvester Company in utter disregard of said

Warne patent. The International Harvester Company

manufactured and sold many harrows which had come

within the limited interpretation placed by the special

master and district court on the patent in suit. The ac-

quisition of the patent in suit by the International Har-

vester Company followed almost immediately the ren-

dering of the report of the special master finding the

Warne i)atent valid, but limited to this particular con-

struction. The International Harvester Company had

theretofore manufactured this structure wherein the gangs

were independently controlled without regard to the

Warne patent. All of these facts were set before the

district court in the argument on the Exceptions to the

Special Master's Report. There was no denial by the

plaintiff of such facts at the hearing before the district

court.

There is only one presumption to be drawn from the

act of the International Harvester Company, (the present

plaintiff), in rushing out to purchase the Warne patent

in suit after it had been found valid when so limited,

—

and that is, that prior to the finding by the special

master, the International Harvester Company believed

the Warne patent in suit to be totally invalid. The In-
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tcnic'itional i larvcstcr Company had no fear of a suit

broui^ht against it for infring-enient of the Warne patent

Iktc in suit, and totally disregarded this patent until

after the sjjecial master found it valid. Certainly, the

facts as above set forth, rather than supporting the

presumption of validity of the W'arne patent in suit, have

a contrary bearinij;- and sh(j\v the real estimate by plaintiff.

The Killefer harrow, as illustrated by Plates "A" and

"B" of Appellant's JJrief, and as shown in the respective

positions thereon, is not a correct rejiresentation of the

Killefer harrow as made and sold by defendants, or as

shown in the Killefer patent [Xo. 1,619,208— R. 342].

The Court would obviously obtain a wrong conception of

the mode of operation from these representations, and it

is believed that the Court will be able to follow better the

construction and mode of operation from the Killefer

p^itent in tlie Book of ICxhibits
|
R. 342-349]. The error

occurs particularly with reference to which of the mem-

bers of the rij^id hitch is actually connected with the

tractor. In Plates "A" and "B" it appears that the

clevis 39 is secured to the slide 17. That this is not

and cannot be so, is evident from an inspection of the

Killefer harrow as shown on Plates "A" and "B". To

connect the member 17 to the clevis 39 would require

the member 17 to elongate as well as slide within the

auL^le irons 23). It \v\\\ be noted that the member 17 is

longer, as shown on Plate "B", than on Plate "A". The

clevis 39 is in the Kellefer harrow secured to the angle

irons 23 by means of rivets or bolts [on Fig. 6 of the

Killefer patent drawings—R. 342, and Spec, p. 2, lines

85-92—R. 347]. This reversal of connection, if it could

be made in tlie Killefer harrow, would result in a re-
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versal of mode of operation. That it could not be made

is apparent from the fact that the shde 17 would have

to stretch or elongate if such reversal was made.

Summary.

( 1 ) The Warne patent in suit, and particularly the

claims relied upon by plaintiff, are invalid as

involving a mere selection of elements from the

same art, which perform no different function

or result in the alleged combination of the Warne
patent. (Ray i'. Bunting Iron Works, supra.)

(2) The Warne patent in suit, and particularly the

claims thereof, are invalid as anticipated.

(3) Warne and appellant are estopped from a broad
interpretation of the Warne patent because of

the Interference No. 43,841, wherein the broad

combination was found anticipated and the claim

thereto canceled from the Warne application.

(4) The Warne patent in suit, and particularly the

claims relied upon, are invalid as ambiguous, and
if interpreted differently from the decision by
the district court and finding by the special mas-
ter, are invalid as involving no departure from
the combination admittedly old as defined in the

claim found anticipated in Interference No.
43,841.

(5) The district court decided, and the special mas-
ter found correctly that the Warne patent was
limited to independently connecting the draft

head 18 to the four gangs of discs to enable

these four gangs to function independently one
of the other.

(6) The district court decided, and the special mas-
ter found correctly that the construction and
mode of operation of the Killefer harrow was
different from and therefore did not infringe

the Warne patent or any of the claims relied

upon.
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(7) The district court decided, and the special mas-

ter found correctly that Killefer and Warne
started from different ])oints in a crowded art,

and independently developed different imple-

ments.

(8) The Warne patent in suit is invalid as disclos-

ing merely an enj^'-ineering change made, when
the conditions required, by all engineers in the

crowded harrow art, and by mere selection from
that art.

Conclusion.

Appellee submits:

(1) That the respective claims of the Warne
patent in suit relied upon by appellant are

void, because each of them is completely an-

ticipated
;

(2) That there is no infringement. The Killefer

four-gang double tandem harrow does not

embody the same combination of compound
machines as the Warne structure, nor does

the said Killefer harrow embody the same
principle or mode of operation, and in-

herently, there can be no infringement.

The decree of dismissal should be affirmed. But ap-

pellee submits that the Court should pronounce the said

claims of said Warne patent void.

Respectfully submitted,

Lyon & Lyon^

Lewis E. Lyon,

Frederick S. Lyon,

Attorneys for Appellee.




